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In THE 
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For tHe NintH Circuir 


NOS. 22489 and 224894 


H. A. FRIEND AND COMPANY, INC., 
vs. 
Plaintiff-Appellee, Cross-Appellant, 


FRIEND AND COMPANY, a corporation, 
and WILBER H. FRIEND, 


Defendants-Appellants, Cross-Appellees. 


Appeal from the United States District Court 
for the Central District of California 
Wituiam P. Gray, Judge Presiding 


BRIEF ON BEHALF OF APPELLEE AND 
CROSS-APPELLANT, H. A. FRIEND AND 
COMPANY, INC. 


I. INTRODUCTION 


Appellee does not believe that appellant’s brief presents 
the case in a manner which is the most logical or compre- 
hensible to present the facts and issues on this appeal. 
Appellant has made some 22 assignments of error criti- 
cizing essentially every finding of fact and conclusion of 
the District Court. Answering such assignment of error 
im sequence would not result in a readily understandable 
or cohesive presentation of the subject matter of this 
appeal. 


Appellee’s brief consists of four main parts: a state- 
ment of the issues, a part wherein the findings of fact of 


aoe 


the District Court are discussed and documented, a 
argument, and a section listing where the subject matte: 
of each assignment of error of Appellant is covered ix 
Appellee’s brief. 


As used herein, the word “Appellee” shall be used te 
refer to the plaintiff as cross appellant as well as thé 
plaintiff-appellee. The word “Appellant” shall be useé 
to refer to the defendant as cross-appellee as well a 
defendant-appellant. 
| Il. ISSUES | 

1. Is a finding that a party committed Intentional anc 
Fraudulent Unfair Competition Proper where said party. 


(a) Used a trade name confusingly similar to the 
tradename of a prior user, in the identical business 
of said prior user; 


(b) Represented orally and by mail to the cus 
tomers of said user that a Western Division had bee 
established which could expedite their orders ané 
serve them cheaper, when there was no other divisio 
or other place of business outside of California; 


(c) Issued catalogs and price lists which showe i 
“General Offices” at the place of business of sai 
prior user, and called itself a “Western Division” of 
said prior user, and falsely represented that it was 
established when said prior user was established; 


(d) Told customers of said prior user that it was 
“one and the same” as said prior user and that it 
could get their printing dies from the “Hast”, wher 
said prior user was located; and . 


(e) sold goods which were of inferior grade iy 
the grade of goods represented in its advertising and 
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price lists, and inferior to the grade of goods of said 
prior user, while using the trademarks and trade name 
of the prior user. 


2. Is it proper for a court to conclude that there is 
ademark infringement where a prior user has adopted, 
sed and made known trademarks which the later user 
pploys with knowledge of the earlier user’s use on iden- 
eal goods sold to the same customers. 


3. Is an award of monetary damage proper in a case 
' Intentional and Fraudulent Unfair Competition and 
rademark Infringement where: 


(a) the damage resulting from said unfair compe- 
tition and trademark infringement comprises a large 
number of small damages, each difficult and expensive 
to determine and prove with regard to exact amount; 
and 


(b) the amount of said damage award is deter- 
mined by the District Court on the basis of an inter- 
polation from a representative sample of losses by 
plaintiff established and confirmed in the Record. 


4. Is an award of damages based on probable loss to 
ie reputation and goodwill of a prevailing party proper 
here the other party sells goods inferior to the grade 
‘goods represented in its catalogs and price lists and 
ich inferior goods are sold under the trademarks and 
adename of the prevailing party. 


5. Should a defendant be required, in addition to pay- 
g compensatory damages, to account for his profits and 
just enrichment resulting from a deliberate and calcu- 
ted course of unfair competition and trademark in- 
ingement which, includes use of confusingly similar 
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trademarks and trade names on goods of a substantially — 
lower grade than represented by defendant, where defen 
dant has made large profits over and above the amo 
of compensatory damages awarded, 


(a) Under the Federal Trademark Statute 1! 
U.S.C. 1105 et seq. and particularly 15 U.S. 
1125(a); and 


(b) Under the common law of unfair competitioni 


t 


6. Is an award of partial attorney’s fees prope 
where: 


(a) there is a finding of intentional and fraudulent 
unfair competition; 


(b) said unfair competition constitutes a substan 
tial fraud on purchasers and other competition a 
well as the party bringing the action; 


(c) said purchasers and other competitors are bene 
fited by the results of said action; and 


(d) plaintiff was forced to meet and reply to 
frivolous, redundant and unnecessary defenses, mo 
tions and contentions. 


7. Is it clear abuse of discretion for a District Court’ 
to find that the equitable doctrines of laches, acquiescene 
and estoppel do not apply to protect a defendant where: 


(a) the defendant is engaged in willful and fraudu-i 
lent unfair competition and trademark infringement; 


position because of any action or inaction of the 


(b) the defendant did not rely on or change - 
plaintiff ; 


— 
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(c) the plaintiff took appropriate action against 
the defendant as soon as the plaintiff obtained ef- 
fective knowledge of the conduct of the defendant; 
and 


(d) plaintiff’s knowledge of much of the repre- 
hensible conduct of the defendant did not arise until 
plaintiff had sued defendant for unfair competition 
and infringement. 


8. Should a party be enjoined from all use of his 
uurname where he has used the name as a part of a 
alculated, deliberate plan of unfair trade practices to 
onfuse purchasers and to trade upon the goodwill and 
‘eputation of the prior user of the same surname. 


Ili, THE FINDINGS OF THE DISTRICT COURT, 
ARE CLEARLY AND AMPLY SUPPORTED BY THE 
RECORD AND SUSTAIN ALL OF THE SEPARATE 
JAUSES OF ACTION FOR COMMON LAW UNFAIR 
JOMPETITION, STATUTORY TRADEMARK _IN- 
rRINGMENT AND MISREPRESENTATION OF PA- 
PER QUALITY. 


Appellant’s Statement of Facts, as well as its factual 
issertions, have so many omissions, and unsupported 
issertions which are directly contrary to the record that 
Appellee feels it necessary to state the facts. In doing 
o Appellee will follow, and quote liberally from, the 
resentation in the District Court’s memorandum deci- 
ion; a basically chronological presentation of the facts 
vhich form background of this case and the history of° 
his litigation, and show that said facts are well docu- 
zented in the Record. 


This court has held that it does not sit to retry is- 
ues of fact, and that findings of fact including infer- 


ee | 
ences from undisputed facts or documents are presuilil 
tively correct and will not be set aside unless clea 


erroneous. Lungren v. Freeman, CA9 1962 307 F2d 104! 
Snider v. England, CA9 374 F2d 717, 720. 


Judge Gray’s Memorandum decision began by stating 
the parties, issues and background facts as follows: 


“H. A. Friend and Company, Incorporated, the 
plaintiff in each of the two cases here concerned, is 
owned by the youngest three of the four sons of 
Harley A. Friend, who was the founder of the busi. 
ness now operated by the plaintiff, and who died in 
1959. His oldest son, Wilber, is the individual de: 
fendant and the principal owner of the corporate 
defendant, Friend and Company, which he formed! 
and has operated under circumstances that brought 
about this bitter litigation. The complaints in these: 
two actions charge the defendants with unfair com- 
petition, trademark infringement, and false descrip- 
tion and advertising of stationery and they sell im 
competition with the plaintiff. Each of these charges: 
is well founded, as will be discussed in this Memo- 
randum of Decision. 


THE BACKGROUND FACTS 


“Harley A. Friend began to engage in the stationery; 
business in Zion, Illinois, in 1908 and remained active 
in that business until his death. [CT 452 L 11-17, 
CT 449 L 21-25, CT 453 L 11-20, CT 452 3-10]! 
By 1920, he was the principal owner of H. A. Friend! 
and Company (the Company), which was located in 
Zion. The Company specialized in preparing and 
selling at retail printed and engraved stationery to) 
members of the legal profession, principally in the mid- { 
western part of the United States. [RT 12 L 19-25]. 
In about 1930, Harley’s son, Wilber, became a full- 
time employee, [RT 15 L 14-16] and in the ensuing’ 
years he was allowed to assume more and more of 
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the management of the business of the Company. 
(See footnote 4 mfra.) 


“The principal source of the paper processed and 
sold by the Company was the mill operated by the 
Gilbert Paper Company (Gilbert), of Menasha, Wis- 
consin. Inasmuch as the Company was a retailer, it 
presumably could not obtain its paper directly from 
Gilbert, but instead was obliged to purchase through 
a wholesaler. In the early years, the wholesaler so 
used was the Moser Paper Company. [CT 451 L 18-22, 
CT 452 L 28-32] However, by the mid-thirties, the 
volume of the Company’s paper purchases had in- 
creased substantially, with the result that an arrange- 
ment was made with Gilbert whereby the Company, 
in effect, might have the price benefits that would 
flow from being able to purchase directly from the 
mill [App’t Br. p. 9 1 1-5, CT 95 lines 23-26.] Ac- 
cordingly, the Company caused to be formed the 
Friend Paper Company, which bought paper directly 
from Gilbert and sold it to the Company. The Friend 
Paper Company was not incorporated, and it appears 
to have had no formal beginning. It simply began to 
place with Gilbert orders for paper that the Company 
needed in its retail business. The Friend Paper Com- 
pany never had any employees, and almost from its 
inception its “business” was conducted solely by 
Wilber, partly at his office in the headquarters of 
the Company with the clerical assistance of Company 
personnel, and partly at his home.’ 


2There is only defendant’s unsupported testimony that 
Friend Paper Co., through which he claims to have 
acquired rights to the trademarks in this suit, was any-— 
thing other than a buying front for H. A. Friend and 
Company. 

The record, on the other hand, clearly shows that 
Friend Paper Co. had no separate existence. Defendant 
has admitted that Friend Paper Co. had no telephone list- 
ing in Zion, Illinois [Pretrial Conference Order, CT 452. 
11-2], that its only sales representative was Wilber Friend 
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“By the end of 1940, the two next oldest sons of 
Harley A. Friend had also become employees in their 


2 (Continued) 

-[Defendant’s answers to interrogatories 2/11/65, CT 1 
1 22-25], that it owned no warehousing facilities, con 
verting equipment or packaging facilities [RT 38, 1 15! 
18; RT 42, | 10-16; RT 464, 1 7-12] and that its only 
office was in defendant’s home [RT 39 | 20-22]. Defendan 
has also admitted that almost all orders for paper were 
shipped direct from the mill to H. A. Friend and Com/ 
pany, and that H. A. Friend and Co. paid the freight o 
shipments [RT 41, 1 19-RT 42 16; RT 338, 1 12-19], tha 
H. A. Friend and Co. made stationery for the Frien 
Paper Co. and paid some of its bills [RT 299, 1 10-17; 
X132; RT 269, 1 16-RT 270 1 4; X281, RT 271, 19-RT 274 
1 18], and defendant could not show how H. A. Frien 
and Co. had been reimbursed [RT 299, 1 21-RT 301, 1 7]. 
In addition, defendant could not show that Friend Paper 
Co. had any customers for papers bearing the trademarks 
at issue [RT 383, 120-RT 384, 1 20; RT 466, 1 13-23]. 
Although defendant asserted that the Friend Paper Cos 
had employees, he could not state any of their names 
[RT 38 1 25-RT 39 1 11]. The only name appearing in 
the record was “Harl Mix” which defendant admitted was 
a psuedonym for himself [X423, X424, X425, RT 521, 
] 24-RT 522, 1 25]. Defendant also could not state tha 
Friend Paper Co. had absorbed any price fluctuations, 
which would normally be done by a legitimate wholesaler 
[RT 40, 1 23-RT 41, 1 8]. 

William Friend, plaintiff’s corporate secretary testifie 
that Friend Paper Co. was only a buying front whos 
business was conducted by Wilber Friend in his office a 
H. A. Friend and Co. with the occasional help of othe 
H. A. Friend employees, and that he had no knowledge 
of any office in Wilber’s home or of any profits Wilber 
made on paper purchases [RT 529, 1 1-7, RT 536, 1 1-RT 
538, 17]. In fact, William indicated in answer to a ques- 
tion on cross-examination by defendant’s counsel tha 
when he entered the business Wilber informed him tha 
H. A. Friend and Co. had an advantage over its com- 
petitors because it could “buy direct” from paper mills 
[RT 535, 1 13-22]. 
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father’s business, and, on December 31, 1950, he gave 
to each of them, and to Wilber, partnership interests 
in the Company effective January 1, 1941. [CT 450 
1 25-28] The partnership agreement [X12] that they 
all signed on that date provided that each active 
partner should devote full time to the partnership 
business, should “. . . be faithful to all of the other 
partners in all transactions relating to the firm,” and 
should not “. . . engage in any business or activity 
which in any way does or may conflict with or oper- 
ate to the detriment of the partnership business.” 
The agreement further provided that Wilber should 
have the responsibility of the general management of 
the entire business, and he did continue to assume 
such responsibility as long as he remained a partner. 
Harley’s youngest son, William, was made an active 
partner in 1946, following his return from military 
service. 


“Prior to the time of the formation of the partner- 
ship, the Company had begun the practice of publi- 
cizing its stationery as being in “The Banner Line”, 
the quoted words usually being displayed as super- 
imposed on a drawing of a pennant or banner. Its 
stationery was alo advertised as “Friend’s Papers”, 
and more particularly as “Friend’s Typewriter 
Papers”, “Friend’s Legal Linen”, and the like. The 
imprinting on its stationery boxes and wrappings and 
its promotional material emphasized the fact that 
the Company was located in Zion, Illinois, and had 
been in operation since 1908. These same practices 
continued after the formation of the partnership and 
right up to the present time. 


“By 1948, although most of the Company’s customers 
were law offices located in the central part of the 
United States, a’ scattering of customers had devel- 
oped in almost all, if not all, of the states west of 
the Rocky Mountains. [RT 12, 13, 15, X156A, G, and 
H; Depositions of J. W. Kindall, Bellingham, Wash. 
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X238; Benita Olson, Bellingham, Wash. 099 
Meyer, Olympia, Wash. X242; Wiseman, Olympie 
Wash. X243; Braucht, Merced, Calif. X262; Howar¢c 
Yakima, Wash. X263]. Many of these customers wer 
lawyers who had moved westward and wanted to con 
tinue to buy “Friend’s Papers”; other had been re’ 
ferred to “Friend’s” by satisfied purchasers. Sue 
contacts usualy were renewed or established by maili 
the Company carefully maintained and serviced then 
all; and in most instances the letters in response ti 
inquiries and orders for merchandise were personalh 
dictated and signed by Wilber. [X’s 132-138, X’s 20 
229, X 311, RT 125; X’s 315, 312, 359, 360, RT 130 
131; X 316, RT 132; K 399, RT 133; X 401, RT 133 
134; X 394, RT 134-135; X 389, RT 135-136] 


“By about 1948, the Company had compiled ad 
dressograph plates that included the names and ad 
dresses of more than 1,500 lawyers and law firm 
located in the western states, and it sent to all of | 
them at least one promotional brochure. [X’s 13, 75) 
It was the active intention of the Company to attraci_ 
as rapidly as practicable and to hold customerf, 
throughout the area between Illinois and the wes 
coast of the United States. [RT 280, ] 16-RT 281 
110; RT 275, 110-RT 278, 1 3] . 


“In the latter part of 1948, for reasons that are 
not important to this decision and will not be dis# 
cussed, Wilber withdrew from, or was removed from, 
the Company, and his capital interest therein, includ: 
ing goodwill, was purchased by his father. (Exh 
l4a-e) The partnership was dissolved on December 
31, 1948, and a new partnership was thereupon 
formed by Harley and his three remaining sons, which 
continued the business of the Company under the 
same name. [X 15] The plaintiff Corporation was 
formed in 1961 to become the successor to the Com- 
pany and has operated the business ever since. [RT 
12, L 19] (The plaintiff and the Company will neveinil 
after be referred to as the plaintiff.) 


Sai 


In the early spring of 1949, Wilber announced to 
his father and brothers the intention of moving to 
Pasadena, California, and engaging in the business 
of buying and selling paper at wholesale under the 
name of Friend Paper Company. His former part- 
ners expressed no objection to this, [Richard Friend’s 
deposition, X BH, p 52 L 11-22, p 54 L 14-p 55 L 8, 
p 55 L 22-24, RT 449-450, RT 545 1 6-8] they ceased 
using that name for the operation through which 
they bought paper from the mills; and they began 
performing these transactions under the name, Friend 
Paper Products Company.” 


IV. THE DISTRICT COURT FOUND, IN CONNEC- 
TION WITH THE PRIMARY CAUSE OF ACTION 
FOR COMMON LAW UNFAIR COMPETITION, THAT 
DEFENDANT IMITATED PLAINTIFF’S TRADE- 
NAME IN THE RETAIL PAPER AND STATIONERY 
BUSINESS AND FOLLOWED A COURSE OF CON- 
DUCT CALCULATED TO CONFUSE AND DECEIVE 
CUSTOMERS AND TO TRADE ON PLAINTIFF'S 
GOODWILL. 


These activities were described by the court as follows: 


“Wilber did move to Pasadena, and he went into 
the stationery business in 1950. But his principal 
activity was not that of a wholesaler of paper; 
instead, he engaged in precisely the same type of 
retail operation that the plaintiff had been conduct- 
ing in Zion for so many years. He did not adopt 
completely the name of his father’s partnership, 
namely H. A. Friend and Company; he simply left 
off the “H. A.”, and called his business “Friend and 
Company”. (Wilber later incorporated his business, 
and such corporation is made a defendant in this 
action. He and it will sometimes hereinafter be re- 
ferred to as the defendants.) 
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“Tn 1955, Wilber published and began to distribute 
a large stiff-covered catalogue, on the cover of 
which appeared in large letters the words, “Friend’s 
Quality Papers”. [X84—Copies of the first several) 
pages are reproduced in Appendix I to this brief 
at pages 2a-7a] At the head of the first inside page’ 
is the word “Friend’s” in relatively very large type. 
At the bottom of the page is the assertion that the 
catalogue is presented by the Western Division of 
Friend and Company. The following page is headed 
by a map of the United States. An asterisk is placed/ 
thereon at about the location of Zion, Illinois, and is 
identified as “General Offices”. The western half of 
the continent is shaded, and a star appears at the 
location of Pasadena, California, with the explana- 
tion “Shaded area served from Western Divisioni 
Pasadena, California.” The following text states that. 
“The Friend organization has served the legal pro-i 
fession nationwide with quality products for fifty) 
years. We were the first concern in the United States 
selling exclusively to attorneys.” Farther down the 
page is the assertion that Friend and Company has 
been “—selling by direct mail and through repre- 
sentatives since 1908 .. .”, and on the next page is 
a picture of Wilber with the statement that he has 
been “manager of the Western Division in Pasadena, 
California since 1949. 
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“The catalogue also advertises stationery known 
as Barrister Bond, Friends Bond, and Banner Bond,| 
which are the same trademarks and watermarks that 
the plaintiff has been using since long before Wilber 
left Dlinois. 


“The publication just described asserts that it is 
“Catalog No. 47” (1908 plus 47 equals 1955, the year! 
of its publication). About 1,000 copies of that cata- 
logue were distributed during the next several years. 
In 1964, Catalog No. 47 was superseded by a new! 
catalogue which, as might be expected, was designated | 
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as “Catalog No. 56”. Its format is substantially 
the same as No. 47, except that it expands a bit upon 
the earlier misrepresentations.” [X85] 


“It is evident from the foregoing description of the 
catalogues, as well as from other evidence at the trial, 
that the catalogues were carefully and fraudulently de- 
signed to convey the impression that the Pasadena 
business was a division of H. A. Friend and Com- 
pany of Zion, Illinois. [Gregg dep. X 245, pp. 6, 7]. 
Wilber’s protestations to the contrary in his testimony 
were simply unbelievable and served only to give fur- 
ther emphasis to this obvious conclusion. For example, 
in response to an inquiry as to the justification for the 
reference, in the 1955 catalogue, to his “General Of- 
fices” as being in Illinois, he made the amazing re- 
sponse that his fifteen year old son lived in Zion in 
that year and there received mail addressed to the 
defendants’ business.? [RT 54, 1 5, RT 55, 1 20] He 
justified the similar reference to “General Offices” in 
the 1964 catalogue by saying that, although by that 
time his son was no longer in Zion, he had a Post 
Office box in that city.” 


The defendant’s preposterous stories and the finding 
hat Wilber Friend’s (defendant’s only witness at the 


?This is an example of the kind of testimony which 
Judge Gray later in this opinion characterized as simply 
believable. Defendant testified first that the number 47 
vas chosen arbitrarily for the 1955 catalog and it was 
nerely a coincidence that 1908 plus 47 equals 1955. [RT 
3 lines 11-21]. When faced with the further coincidence 
hat the number of the 1964 catalog was 56 defendant 
asserted that it was designed to have 56 pages and 
samples. [RT 84, line 17-RT 85, line 13] 

’ Again when defendant appeared in his own behalf he 
isserted upon cross examination that his son took care of 
he Zion “office” from 1949 until 1956 or 1957, and at the 
ime the son took over what he called his “main base of 
yperations” he was only 9 years old [RT 469, 1 20, RT 
t70, 1 10] 
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trial) testimony was not worthy of belief is buttresse 
by the facts surrounding the history of this litigatioy 
Before the action was brought in California, Plainti 
filed an action on the same grounds in the U. S. Distri 
Court for the Northern District of [llinois, serving di 
fendant pursuant to the Illinois “long arm” statute. Ds 
fendant promptly moved to dismiss for lack of persone 
jurisdiction and improper venue, supported by an affiday: 
of Wilber Friend stating that none of the defendan 
did any business or had any place of business in Illinoi 
—nor did defendants ever have any place of busines 
other than in Pasadena, California. (TR 160, 161; HE 
32) The District Court in Chicago, based on defendant 
statements of fact, sustained its motions. Yet, in spite ¢) 
this clear and unequivocal state of facts defendant pej). 
sists in its contention that it has a right to associate it) 
business with Zion, Illinois and that it has a right t 
say its Pasadena establishment is a division of anothel 
company. (Def’s Brief p. 34, Assignment of Error #19 
p 82.) 


Defendant’s misrepresentations and unfair competitio 
with respect to Plaintiff’s tradename were not confin 
to its catalogs and price lists. (X’s 84, 85, 86, 87) Jud 
Gray’s Memorandum went on to state: 


“The record reveals other proof which shows beyo 
doubt that Wilber sought regularly to convey am 
cultivate the false impression that appears so vivid 
in his catalogues. Between 1951 and 1953 he sent ou 
a circular letter to law offices in the western statef 
including many customers of the plaintiff, in whidil 
he announced the opening of a Western Division an¢d 
urged that future orders be forwarded to Pasadem 
where they could be expedited and result in a savin; 
in freight charges, in comparison with the “east? 
impliedly Zion [RT 219, 1 15, 230 Jahnke dep. 2 
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249, p. 5, 6; Hughes depn. X 235, p. 3; Newton dep. 
X 237, p. 3] In his correspondence and in his per- 
sonal contacts with prospective customers, whenever 
any inquiry arose concerning the relationship between 
the Friend organization in Zion and his Pasadena 
operation, he actively implied or, at the very least 
allowed the inference, that they were one and the 
same. [RT 218, 1 12; 228, 1 15, 228; Gurtler depn. 
p 5; Augustine depn. X 249, p 6; Leder depn. X 250, 
p 6] For example, in one instance he responded to a 
letter of inquiry from an obviously eonfused former 
customer of the plaintiff, by assuring him that ‘We 
will get your dies from our Zion plant.’ ” 


The last incident relates to the testimony of Joan War- 
ington, a secretary of the law offices of Davis and 
ppstein of Tucson, Arizona. RT 193, Exh 240. This firm 
as, in May 1963, purchasing paper and stationery from 
th plaintiff and defendant. Miss Warmington wrote 
fendant ordering stationery, stating (RT 196); 


“The letterhead stationery should be of the same 
style as that shown above, and the envelope should 
be of a quality paper that will match the letterheads” 
(Defendant filled this order with Barrister Bond 
letterhead and envelopes, the former being 100% 
and the latter 25% cotton fiber content papers, RT 
117) 


Miss Warmington’s letter went on to ask defendant for 
quotation on business cards which theretofore had been 
ipplied by plaintiff. Wilber Friend answered the inquiry 
1d quoted a price for the business cards and added that 
ere would be a $10.00 additional charge for making an 
raving die for the cards. RT 106 Miss Warmington 
sponded to defendant’s letter (RT 107): 


“Tn connection with the business cards, after check- 
ing further with Mr. Davis, I have discovered that 
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these ecards were originally ordered from the part ol 
your organization which is located in Zion, Mois, 
It would appear to me that the simplest way of 
handling this matter would be for you to obtain th 
die from Zion, change the phone number thereon 
and make the cards. However, if you feel it woule 
be easier for everyone concerned for Mr. Davis te 
order the ecards directly from Zion, please let me 
know.” 


Wilber Friend replied to Miss Warmington by letter, 
dated May 18, 1963 [Ex 207], saying: 


“Thanks very much for your letter of the 16th 
which helps us a lot. We will obtain the die from ou 
Zion plant immediately as this will work nicely fon 
your order on the business cards.” 


Wilber Friend knew the die was in the possession of 
Plaintiff in Zion, Illinois and never asked for it (TR 111) 
He deliberately and maliciously mislead an obviously 
confused customer of plaintiff, a common practice by 
which Wilber took away customers of plaintiff. He fol! 
lowed his usual practice of making up a new die at his 
expense and the customer never knew what happene 
(RT 151) This occurrence was only three months prior to 
Plaintiff’s letter objecting to Defendant’s unfair competi- 
tion and infringement in August 1963 (RT 159, 160) and 
eight months prior to the time Plaintiff filed the action in 
Chicago. 


This is not to say that misleading plaintiff’s customers 
was something of recent origin. The record has clearcut 
evidence of equally heinous conduct throughout the period 
defendant was in business in California. The record shows 
an example of Wilber’s fraudulent misrepresentation in 
1951, when he successfully stole a customer of plaintiff, 
Mr. J. H. Jahnke, who had purchased his stationery from 
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plaintiff since the 1920’s in Centralia, Washington. Wil- 
ber had corresponded with this customer while he was 
with H. A. Friend and Company. (RT 147) Defendant 
sent this customer the announcement referred to above in 
the court’s decision announcing opening of “a Pasadena 
office” (Jahnke depn p5), and other literature including 
statements such as ‘our 43 years of selling exclusively to 
attorneys” (when defendant had been in business only 
about one year), “Serving the Legal Profession in every 
State since 1908” (TR 147), in addition to the continuous 
use of “Western Division” and “Since 1908.” The exhi- 
bits attached to the Jahnke deposition included a letter- 
head sample, with defendant’s prices and product in- 
formation printed on it, and the letterhead was that of 
O’Leary, Meyer and O’Leary of Olympia, Washington, 
who had purchased their letterhead and stationery exclu- 
sively from plaintiff since 1932 (fH. L. Meyer and Marga- 
ret Wiseman Depns, Exh 242, p 4, 5, TR 1938; Exh 243 
p6 TR 194.) Wilber Friend did not confine his misrepre- 
sentations to his printed promotional materials. When 
he was trying to woo Mr. Jahnke from plaintiff, m a 
letter dated January 23, 1954 (TR 148) he stated “We 
now have your engraving die on file at this location. In 
the event of an order, we can supply your stationery 
needs from Pasadena and tlius save you on shipping 
costs. Our rates on most items are a little less than from 
the east.” As might be expected, defendant never obtained 
the die from H. A. Friend and Company or anyone else 
n the “East” but had a new die made up in Pasadena. 
(TR 151) 


Wilber Friend’s “T’ll get your die from Zion” pitch was 
not confined to the mails. In 1956 he obtained the business 
9 what, until Wilber’s sales call, was a perfectly satisfied 
sustomer of H. A. Friend and Co, This customer, Albert 
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Ussery, a lawyer from ee New Mexico, testi: 
fied in his deposition (P 10, X 254) | 


“Well, my impression was, as it is now refreshec 
by reading this letter, that Mr. W. H. Friend securet 
the die, which had previously been utilized in the 
preparation of my stationery by the Zion Illinois 
plant. He says specifically that he now has the die 
on hand, and I just took that to mean that he must 
have written and secured it.” 


The state of mind of plaintiff's customers after one of: 
Wilber Friend’s Sales calls may be illustrated by the 
testimony of Mrs. Muriel Leder who purchased stationer 
for the Albuquerque law firm of Modrall, Seymour, Sper 
ling, Roehl and Harris (Depn, P6; Exh 250 TR 196) 


Q. Have you heard of Friend and Company of 
Pasadena, California? 

pees 

Q. How did yon come to become acquainted with 
Friend and Company of Pasadena? 

A. Well, I recall one day a gentleman coming in 
and representing himself as sales personnel of some 
type or another from Pasadena, and that indicate 
that this was perhaps a new branch or probably 
new branch of Friend of Zion, Illinois, I believe it 
is. Isn’t it? 


Mrs. Leder went on to testify that she ordered only 
onee from defendant, but was dissatisfied with defen- 
dant’s product and because of this dissatisfaction, never 
did business with either defendant or plaintiff again. 


Further details on Wilber Friend’s sales pitch, includ-! 
ing how Wilber uses Friend Paper Company as a part 
of his deception, is found in the trial testimony of Mr. 
Dale Walker (RT 241): 


eC 


Q. Have you ever heard of Friend and Company? 

A. I have heard of Friend and Company, yes. 

Q. How did you come to hear of Friend and 
Company? 

A. Specifically, a gentleman appeared in our office 
in Alburquerque and informed me and my sceretary 
that Friend Paper Company that we did business 
with had formed or had established a Western Divi- 
sion plant and it might save us transportation costs 
if we did business with them. 

Q. When was this? 

A. Well, I can’t honestly recall now but it was 
around 1958. 

Q. Were you at that time doing business with 
H. A. Friend and Company in Zion, Tllinois? 

A. Yes. 

[RT 242, 243] Q. Did you, after this gentleman ealled 
on you, begin doing business with the Pasadena 
company? 

A. Yes, sir, we did. 

Q. When he called on you, did he give you any 
other, shall we say sales pitch? 

A. Well, he really didn’t have to. We have had 
a very compatible relationship with Friend, and I 
had had the opportunity to recommend their paper 
to several other attorneys, and they were satisfied, 
whieh made me feel good. 

The man that called at my office was a very 
courteous individual. We went through his folder. I 
found several pieces of merchandise that they had 
that we should have been buying and hadn’t, and that 
was a pleasant discovery too. 

So he really didn’t have to sales-pitch me, in the 

vernacular. 
[RT 244] Q. Did it subsequently come to your atten- 
tion that there was no connection between the first 
Friend that you had done business with and the one 
represented by the gentleman from Pasadena? 

A. Yes, it did. 
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Q. How did you come to acquire that knowledge! 

A. Well, I can’t recall the date, but I am sure it 
was within a two or three-year period another gentle. 
man appeared in our office and informed me that they 
were somewhat disappointed in the fact that we had 
stopped buying paper from Friend, which rather 
astounded me, and [ then learned of the lack of con- 
nection between the Zion Friend and the Pasadena 
Friend. 

Q. Did you have any personal reaction or feeling 
as to that? 

A. Well, yes, I did. I felt I had been somewhat 
deceived—more than somewhat deceived. 


In response to the Court’s questions this point was 
summed up 


The Court: Did you at that time draw any dis 
tinction between H. A. Friend and Company, Friend: 
Paper Company or Friend and Company? 

The Witness: No, your Honor. There was no dis- 
tinction drawn other than the fact that the company 
that we did business with now had a Western divi- 
sion, and I can recall that quite vividly. 

The Court: Do you recall at that time that you 
were dealing with a company at Zion, Illinois whos 
firm name had the word “Friend” in it somehow, is 
that right? 

The Witness: Yes. 

The Court: Is it true that any mention of Friend 
in connection with paper meant to you the Zion, 
Illinois company? 

The Witness: Yes, your Honor. 


Wilber Friend’s first employee was Mr. Melvin Poole, 
who worked for him approximately twelve years assisting 
in running the business, and making calls on customers 
and prospective customers. Mr. Poole testified (TR 217) 
that 20% to 40% of the prospective customers he called 
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mn were H. A. Friend & Co. customers. He stated that 
when someone asked what the business connection was 
setween plaintiff and defendant his answer was: ‘“(I) 
shrugged it off and said ‘one and the same.’” His pur- 
jose in making this statement he knew was false was to 
ain business. (TR 228, 229.) He went on to testify that 
Wilber Friend “suggested” that he tell people plaintiff 
ind defendant were “one and the same” (TR 218, 219). 
nm spite of this, appellant asserts in its brief, p. 50: 


“There is no evidence that he (defendant) ever 
told or instructed anyone else to tell, a customer 
that his business was connected with plaintiff.” 


Appellant apparently overlooks the testimony of the 
iforementioned witnesses and there are other similar mis- 
‘epresentations found throughout the record. 


Numerous other witnesses testified that plaintiff’s cus- 
omers were contacted by defendant, either by mail or by 
sersonal visit of Wilber Friend, and discontinued doing 
jusiness with plaintiff and began doing business with 
lefendant because of the misleading representations of 
Defendant and confusing similarity of the tradenames 
ind trademarks. (Karle W. Zinn, Seattle, Wash., Exh 234 
RT191; Darlene Pinkston, Wenatchee, Washington, Exh 
386 RT192; Joseph L. Hughes, Wenatchee, Wash., Exh 
39 RT191; Arthur M. Newton, Everett, Wash., Exh 237 
RT192; James R. Gregg, Vancouver, Wash., Exh 245 
RT194; Harold E. Whitney, Phoenix, Ariz., Exh 246 
RT194; Albert W. Gurtler, Mesa, Ariz., Exh 247 RT195; 
Thomas J. Davis, Tueson, Ariz., Exh 248 RT195; John L. 
Augustin, Tueson, Ariz, Exs 249 RT196; Richard M. 
Krannawitter, Albuquerque, N. Mex., Exh 251 RT195; 
Mrwin §S. Moise, Santa Fe, N. Mex., Exh 411 RT197; 
Leder, Albuquerque, N. Mex., Exh 250 RT196; Sutin, 
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Albuquerque, N. Mex., Exh 253 RT196; Cunningham 
Centralia, Wash. Exh 264 RT208; Roick, Eseondide 
Calif., Exh 265 RT209; Fowler, Salt Lake City, Utah 
Exh 267; RT209; James R. Wilson, Daytona Beaet 
Florida, Exh 268 RT209.) All of these witnesses wer! 
customers who purchased from Plaintiff before they pur, 
chased from defendant except Mr. Wilson, of Daytonr 
Beach, Florida, and defendant admitted his busines 

s “probably” obtained by defendant as a result of . 
letter from Mr. Wilson to plaintiff which got into defem 
dant’s Post Office Box in Zion, Illinois. (RT 90) 


From the foregoing evidence the District Court com 
eluded: on that part of the case pertaining to Plaintiff? 
cause of action for common law unfair competition: 


“In summary, this Court finds that Wilber, fror* 
the beginning of his Pasadena venture, tried, 1 
every way he knew how, to capture for himself thi 
goodwill that his father’s company (the plaintiff! 
had developed among law offices in the western states 
It is equally apparent that in this he was ver 
successful. The many letters and depositions intre 
duced into the record reveal that a substantial num 
ber of lawyers purchased their stationery from th 
defendants in the mistaken belief that they werr 
dealing with the Western Division of the plaintiff. 


“The trade name, Friend and Company, is ver 
similar to that of H. A. Friend and Company, an 
the record shows clearly that confusion has resulte 
in the minds of customers and prospective customer) 
throughout the western states. A court should b! 
reluctant to limit a person in the use of his ow 
name in his business. However, in the case at hanc¢ 
Wilber has been using the Friend name, not simpl), 
to identify his own business, but rather as a mean 
of seeking wrongfully to identify his business wit: 


that of another.” : 
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Wilber Friend testified early in the trial (RT 49, 50) 
that he solicited business solely by personal calls and by 
mail, that is, he never advertised in magazines, news- 
papers or other types of media (RT 513 Pre Trial Conf. 
Order 17.) When asked “Q. Did you ever send samples 
to any H. A. Friend and Company customers? defendant 
replied “I never sent a sample to an H. A. Friend and 
Company customer, that I knew was a customer of H. A. 
Friend and Company. I wasn’t interested in their busi- 
ness.” 


Later in the trial Wilber Friend testified (RT 442 L. 12) 
“T did not under any circumstances at any time tell any- 
one that I was connected with H. A. Friend and Com- 
pany in a business way. 


It is no surprise when comparing such statements with 
clear evidence that he tried in every way possible to take 
customers from plaintiff, that the District Court charac- 
terized Wilber Friend’s testimony as “unbelievable.” 


V. INFRINGEMENT BY DEFENDANT’S USE OF 
THE TRADEMARKS “FRIEND’S”, ‘BARRISTER 
BOND” AND “BANNER BOND,” THOUGH SEPARATE 
CAUSES OF ACTION, ARE PART OF DEFENDANT'S 
PLAN TO TRADE ON PLAINTIFF’S GOOD WILL 
AND TRADE ON PLAINTIFF’S REPUTATION. 


The District Court found, regarding defendant’s trade- 
mark violations 


“As hereinabove noted, the plaintiff has been using 
various trademarks in connection with the business 
of selling stationery at retail ever since long prior 
to 1941. [RT 11, 12, 15.] Such use of the trademarks 
included their being affixed as watermarks upon the 
paper itself in the process of manufacture, through 
the use of “dandy rolls” in some mysterious manner 
that the paper mill operators understand. 


2 = 


‘When the Friend Paper Company was formed 
the plaintiff purchased its requirements for papel 
bearing its various watermarks through Friend Paper 
Company. [RT 329] The reason for doing so was te 
obtain for the plaintiff the price benefits accorded ¢ 
wholesaler, as is discussed earlier in this memoran. 
dum. [Appellant’s Br. p. 9 1 1-5; CT 95 lines 23-26.) 
It also has been mentioned herein that Wilber wag 
in charge of the “business” of Friend Paper Com: 
pany from the time that he was an employee of his 
father’s organization (the plaintiff). [RT 15, 310] 


“Wilber now says that he was Friend Paper Com 
pany, that from the beginning it was his sole pro- 
prietorship, and that during the entire time that h 
was operating it in Zion he was doing so for his 
own account. He further testified that he even mad 
a profit on the paper that Friend Paper Company 
purchased from the mill and resold at a larger prie 
to his father’s company. [RT 301].* He contends tha 


*The reason that Wilber was successful for so many 
vears in concealing the profits which he made on paper 
purchases for the Plaintiff was that he managed the 
H, A. Friend business and handled all purchasing an 
payments for purchases. (RT 301, ] 19-RT 302 1 7.) Wil 
ber’s testimony clearly shows that Wilber never told his 
father or brothers of the profits since, if he had tol 
them, he could positively state they did know [RT 301, li 
15-RT 302}. 

Defendant Wilber Friend called as an adverse witness 
for the plaintiff testitied that he was “in charge of the 
business all through the vears at various times,” and “did 
everything that was necessary in the operation of the 
business”, referring to the period following 1934 while: 
defendant was associated with H. A. Friend and Com- 
pany. Defendant also testified that he at least on some 
oceasions signed checks and handled the books. [RT 20, 
1], 9-RT 21, 1. 23.] Later he testified that his duties in- 
cluded handling sales letters [RT 25, lines 11-6] and 
ordering and paying for paper [RT 37 lines 16-25]. He: 
also testified that he had been solely responsible ql 
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masmuch as he, through Friend Paper Company, has 
been purchasing and selling paper that was marked 
or otherwise identified with the trademarks here con- 
eerned, they somehow have become his trademarks 
and he has a right to continue to use them. In fact, 
he has been using several of them in his Pasadena 
establishment.® 


“The short answer to Wilber’s contention is that, 
whether he knew it or not, during the entire time 
that he was operating Friend Paper Company in 
Zion, he was doing so as a fiduciary representative, 
or a constructive trustee, of H. A. Friend and Com- 
pany and its owner (the plaintiff).° One of the best 
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production of a catalog which H. A. Friend and Company 
produced in the mid 30’s and distributed to its customers 
in 1938 [RT 29, line 10-RT 30 line 15] and had a “great 
deal to do with” the production of a price lst used by 
H. A. Friend and Company around 1948, [RT 30 line 20- 
RT 31 line 3] and which was mailed, using addressograph 
plates, throughout the Western states [RT 275, 1 24-RT 
ei? | 21, X 75, X 13, X 152]. Further along in the trial 
defendant admitted assuming managerial duties as early 
Be 1940. [RT 311, 1 3-10] 


>The company name, H. A. Friend & Company was 
used by plaintiff and its predecessors long prior to any 
activity of Friend Paper Company (RT 12, L 14, 19,) and 
the record shows usage of “Friend’s” as a trademark 
as early as May 20, 1931 (RT 262, 1 2-RT 263, 1 1, Exh. 
282. Pre-Trial Conf Order {| 9 CT' 450.) 

Defendant has admitted that plaintiff had customers 
in the States of California, Oregon, Washington, Utah, 
Arizona and Montana before any activities on the part 
of defendants in California. The record shows substantial 
priority of use of its marks by plaintiff in these and other 
western states, RT 13; | 4-24, 348 L 14. 


°The court found that the relationship of Wilber Friend 
as manager of H. A. Friend & Company prior to his 
leaving in 1949 was a fiduciary relationship, as a matter 
of law, arising out of his status as the managing partner 
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established principles of law is that a person who is 
dealing with a business as a partner, or in any other 
relationship of trust, may not take for himself any 
profit or advantage that he might obtain for the firm 
without first making full disclosure to all of thei 
owners of the firm and obtaining their full consent. 
Restatement Of Restitution § 190 et seq. (19387). 


“The evidence clearly shows that Wilber made n 
disclosure to his father or his brothers that he wasi 


5 (Continued) 
of said partnership. The defendant was also bound by} 
the 1941 partnership contract, which explicitly sets forth! 
the terms of a fiduciary duty of the partners. Appellanti 
in his brief, page 47, refers only to the part of that con 
tract providing for partners to work full time, and states: 
“Tt is well known that persons employed full-time! 
habitually engage in some personal errands or busi-. 
ness during a working day.” 
The appellant completely ignores the clear expression? 
in the partnership contract which was diseussed at length! 
by the court and defendant’s counsel at the concluding? 
portion of the trial (RT 585.) As stated in the Distriet 
Court’s memorandum: | 
“The partnership agreement that they all signed on 
that date provided that each active partner should” 
devote full time to the partnership business, should 
* * * be faithful to all the other partners in all trans- 
actions relating to the firm, and should not * * ** 
engage in any business or activity which in any sat 


does or may conflict with or operate to the detriment 

of the partnership business.” 
The agreement thereafter provided that Wilber should! 
be the general manager of H. A. Friend & Company. — 
Wilber testified he read and understood the agreement! 
before he signed (RT 27 1 5-10) it, and it clearly bars* 
Wilber from asserting adverse claims to the H. A. Friend» 
& Co. trademarks and from making personal profits in™ 
the purchasing of paper for H. A. Friend & Company, | 
all of which he did without informing his father or broth-— 
ers. As a result of the clear obligations in the partnership | 
contract, and as a result of the relationship of the part-_ 


ners of H. A. Friend & Company relied on and trusted | 
Wilber. 
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using Friend Paper Company for his own benefit. 
[RT 301-302; RT 360; RT 529.] Their understanding, 
which Wilber carefully encouraged, was that he was 
operating Friend Paper Company as a part of his 
function as principal manager of H. A. Friend and 
Company, and that the former was being operated 
solely for the benefit of the latter. 


“Under well established fiduciary principles, Wilber 
acquired no individual rights in or to any of the 
trademarks with which he was dealing while he was 
affliated with H. A. Friend and Company. Insofar 
as the parties to this action are concerned, the entire 
rights in and to such trademarks remain in the 
plaintiff. 


“One of such trademarks is “Friends”, which, as 
has been mentioned earlier in this memorandum, 
the plaintiff has been using for many years. In 1957, 
the plaintiff obtained from the United States Patent 
Office Registration No. 655,848 covering this trade- 
mark. Insofar as the defendants are concerned, the 
plaintiff owns the trademark and it is valid and 
subsisting. The defendants have been infringing the 
trademark such infringement has created actual con- 
fusion and the likelihood of further confusion,’ the 
defendants will be permanently enjoined from further 
violations. 15 U.S.C. 1116; Tisch Hotels, Inc. v. 
Americana Inn Inc., 350 F.2d 609 (7th Cir. 1965). 


“The plaintiff also has been using for many years 
the trademark, “Banner”, and has filed with the 
Patent Office Trademark Application Serial No. 


*Not only did defendant employ the identical marks 
laimed by plaintiff, he even went so far as to employ 
he same style of lettering for the works, except as to 
sanner Bond. Cf. Pltfs. Catalogs, watermarks, (X 10, 32 
mith D’s Catalog X 84, 85.) The confusion caused by this 
opying is shown in the testimony of Mr. Dale Walker. 
RT 243, 1 12-244 1 4]. 
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206,253 for the purpose of registering this mark 
The defendants have filed notice of opposition to suc 
application, and the matter is being held in abeyance 
in the Patent Office pending the outcome of th 
litigation. For the reasons hereinabove mentione 
the defendants have no right to the use of the wort 
“Banner”, in any form as a trademark; the defer 
dants have been wrongfully infringing that tradé 
mark; such infringement has created actual confusio 
and the likelihood of further confusion; the defer 
dants will be enjoined from further infringemer 
and from further opposing the plaintiff’s applicatio: 
for registration. 


“The plaintiff has been using the trademar} 
“Barrister Bond”, ever since prior to 1926.° Trad 
mark Registration No. 274,875 was issued to Gilber 
in 1930 and was renewed for twenty years on Sey 
tember 9, 1950. Gilbert held the registration in trug 
for the plaintiff until January, 1965, and _ the 
formally assigned it to the plaintiff. The assignmer 
was duly recorded in the Patent Office. RT 337. 


“From the very outset of their stationery busines 
in Pasadena, the defendants have advertised “Baz 
rister Bond” stationery as being one of their prim 
items of merchandise. By so doing, they have ir 
fringed the plaintiff’s valid and subsisting trademark 
such infringement has created actual confusion an 
the likelihood of further confusion; the defendant 
will be enjoined from further violations. 


“In actuality, as the defendants well knew, ther 
were not able to deliver to their customers any pape 


*'The use of “Banner Bond” or “Banner Line” as tradé 
marks by H. A. Friend & Company is admitted to gi 
back to the 1920’s. (RT 11 L 12-19; RT 14-25. Pre Tam 
Conf Order {| 6, 7 CT 449). 


° Use of “Barrister Bond” as a trademark and water 
mark by plaintiff and its predecessors commenced long 
before Wilber came to work for his father full time iv 
Ie, sel he ees, 
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bearing the “Barrister Bond” watermark, because 
Gilbert honored the exclusive right of the plaintiff 
to such trademark and would not sell paper con- 
taining it to the defendants. Accordingly, whenever 
a customer ordered “Barrister Bond” paper from 
the defendants, the latter would fill the order by 
shipping paper carrying the watermark, “Bar Bond”, 
which Gilbert was willing to manufacture and supply 
to the defendants. In his testimony at the trial, 
Wilber’s explanation of this practice was his assertion 
that “Bar” (even without the period) is simply an 
abbreviation of “Barrister”. [RT 60 1 19-22, RT 302 
1 8-RT 303 1 6.] This seemed a bit surprising, but 
the Court feels that, under all of the circumstances, 
it should accept such explanation. Accordingly, the 
defendants will also be enjoined from further use of 
the “abbreviation”, namely, “Bar Bond”.” 


VI. DEFENDANT DELIVERED GRADES OF PA- 
PER TO CUSTOMERS WHICH WERE INFERIOR TO 
THE GRADES LISTED IN DEFENDANT'S CATA- 
LOGS AND PRICE LISTS AND ORDERED BY CUS. 
TOMERS. AS A RESULT, THE CUSTOMERS WERE 
SHEATED; DEFENDANT HAD AN APPARENT 
PRICE ADVANTAGE OVER PLAINTIFF, WHICH IT 
USED TO OBTAIN CUSTOMERS WHILE SELLING 
UNDER THE SAME MARKS; PLAINTIFF'S REPUTA- 
TION WAS SUBJECT TO ANY PREJUDICE ACCRU. 
ING AS A RESULT OF SALE OF SUCH GOODS; 
AND DEFENDANT SAVED LARGE SUMS OF MONEY 
[IN PAPER COSTS. 


The Court’s decision on this point began: 


“Wrom the time Wilber first opened his Pasadena 
business, and until after this litigation was com- 
menced, he caused his corporation to advertise his 
“Barrister Bond” stationery as containing 100% cot- 
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ton fibre? He also advertised his “Friend’s Titl¢ 
Linen” as having 50% cotton fibre. [X 84, 85.] Ik 
actuality, about 80% of the envelopes that he de! 
livered in response to orders for “Barrister Bond” 
had a cotton fibre content of 20%, and all but 5%, 
of the “Title Linen” that he sold either contain 
only 25% cotton fibre, or was made of sulphitey 
which had no rag content whatever.” [RT 223-225) 
RT 171-175]. 


The result of Defendant’s misleading advertising is: 
shown in testimony of Mr. Dale Walker. (RT 244 1] 1-14); 


Q. Was it your impression that the Barrister) 
Bond envelopes were also 100 per cent? 
A. I just naturally assumed they were. I knows 
that we ordered them, let’s put it that way.” 


“According to Wilber’s own admission, the relativet 
mill costs per pound of these types of paper ares 
100% cotton—60¢; 50% cotton—40¢; 25% cotton—— 
30¢; and sulphite—26¢ and lower. [RT 181-182]. © 


“An officer of Gilbert testified without contradiction 
that, in general, the usable longevity of paper is? 


** Defendant admitted that his customers ordered by; 
specifying Barrister Bond or Title Linen Bond to repre- 
sent respectively 100% and 50% cotton fiber content! 
papers rather than by reference to percentage of cotton 
fiber content. (Pretrial Conference Order, paragraph 23,|, 
Ct. 451; RY 16, 117; SR iA Similarly defen= 
dant’s ineiece Ap its "eustomers listed only the names” 
“Barrister Bond” and “Title Linen” to identify the grade 
of paper—not the percentage of cotton fiber content. 
(RT 253 Til): 


* Many of the customers were motivated to shift from) 
plaintiff to defendant because of defendant’s apparent! 
price advantage, Jahnke RT 149 L. 3, Ussery X 177 RT 
159, RT 184 L 19-23). 
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measured in years in direct proportion to its rag 
content, e.g., 100% cotton fibre should last 100 years, 
25% cotton fibre—25 years, etc. He also established 
that the higher the percentage of cotton fibre, the 
better is the quality of the paper with respect to 
folding, tearing, erasability, ete. [Schmerein deposi- 
tion, defendant’s X BK, pp. 7-8.] 


“The plaintiff has contended in its pleading and 
at the trial that such false description by the defen- 
dants of their goods has made them liable to the 
plaintiff pursuant to 15 U.S.C. 1125(a).”” 


“The Court agrees with the plaintiff, and holds 
that the foregoing constitutes another aspect of un- 


* Defendant has been able to lower his prices because of 
said savings and advertise that he has lower prices than 
his competitors or “the East”, thereby inducing customers 
of plaintiff and of other competitors to buy from him. The 
record contains a complete list of all of defendant’s 
paper purchases from Gilbert Paper Company, its major 
supplier, from 1955 to 1966. (Schmerein depn, X BK, p. 
24-29, exhs. 19 and 20 through 29m.). It can be computed 
from these records that defendant purchased a variety 
of envelopes and flat typewritter papers of a lower grade 
than he advertised. For example, these records show that 
in this period Wilber Friend purchased over 600,000 lbs. 
of paper watermarked “Friend’s Title Linen”, which de- 
fendant advertised as 50% cotton fiber paper. The record 
shows that 98% of this paper was only 25% cotton fiber 
srade. From the finding of the Judge as to paper costs, 
it can be seen that on this item alone defendant saved 
$10 per lb. over what he would have had to pay for 
the goods of the grade he advertised. Thus, on this one 
item alone—title linen typing paper—he saved in paper 
sosts over $60,000.00, an amount substantially equal to 
the whole monetary judgment granted by the court below. 
In addition to the aforementioned “Title Linen” typing 
paper, defendant saved many times this amount by fur- 
nishing its customers 25% paper in its envelopes adver- 
‘tised as 100% Barrister Bond, and sulfite grade paper 
in its Title Linen envelopes which were advertised as 
90% cotton fibre grade in defendant’s catalogs and price 
lists. It would be a very conservative estimate to say 
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fair competition for which the defendants are hable 
to the plaintiff. The defendants clearly are in com- 
petition with the plaintiff in the western states, and 
anyone who, while purporting to sell merchandise 
that matches the quality of competing products, 
actually sells goods of much reduced quality and cost 
to him, gains an unfair advantage over his com- 
petitors.’* Moreover, and of much greater concern 
to the plaintiff from the standpoint of damage, is the 
likelihood that in future years people who have 
bought stationery from the defendants will become 
aware of its poor quality and will quietly determine 
never again to purchase “Friend’s” papers. Because 
of the manner in which the defendants have fraudu- 
lently linked their own operation with that of the: 
plaintiff, it is impossible to determine the full extent 
to which the false descriptions herein concerned have 
damaged the plaintiff already and will cause further 
injury in the future. 

‘Although section 43(a) [15 U.S.C. 1125(a)] 
makes no reference to imjunctive relief, it is 
within the general power of a court of equity 
to grant it’ 1 Callmann, Unfair Competition 
Trademarks and Monopolies, Section 18.2(b)) 
(Third Edition 1967). 
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that the total judgment of $65,000.00 awarded by Judge 
Gray to plaintiff, is considerably less than half of what; 
defendant saved by his misrepresentation of paper 
quality completely apart from defendant’s profits on the 
retail sale of paper under the trademarks of plaintiff. 


The testimony of the confusion witnesses herein, , 
previously quoted or referred to, show a clear sales 
pattern used by defendant. Defendant’s sales pitch was_ 
that he could furnish the stationery to his customers: 
for lower prices than from “Friends” in the east because 
of cheaper freight rates. Since a major portion of defen- 
dant‘s paper was from Gilbert Paper Company, which 
is located in Wisconsin and also supplied plaintiff, defen- 
dant obviously could not undercut plaintiff on paper of 
equal grade and quality. 


By 


“The plaintiff is entitled to, and will be accorded, 
an injunction against further misrepresentations by 
the defendants concerning the quality of their mer- 
chandise. See Chamberlain v. Columbia Pictures 
Corp., 186 F.2d 923, 924 (9th Cir. 1951). 


USE OF THE NAME, FRIEND PAPER COMPANY 


“The record indicates that when Wilber announced 
his intention, in 1949, to engage in the wholesale 
paper business in California, none of his former 
partners raised any objection to his using the name, 
Friend Paper Company, in that type of operation." 
They reasonably concluded that no inherent confusion 
of identity would result from such an arrangement, 
inasmuch as the plaintiff’s sales have regularly been 
exclusively at retail to the consumer.” 


The court then held that Wilber Friend could continue 
using the name Friend Paper Company in the wholesale, 
not retail, paper business. 


VII. THE DOCTRINE OF LACHES DOES NOT AP- 
PLY IN THIS CASE BECAUSE PLAINTIFF TOOK 
TIMELY ACTION ONCE DEFENDANT'S ACTIVITIES 
WERE KNOWN TO ITS PARTICIPATING OFFICERS, 
BECAUSE DEFENDANT HAS BEEN ENGAGED IN 
DELIBERATE AND PLANNED UNFAIR COMPETI. 
TION AND TRADEMARK INFRINGEMENT, AND BE.- 
CAUSE THERE HAS BEEN NO RELIANCE, DETRI- 
MENT, OR CHANGE OF POSITIONS ON THE PART 
OF DEFENDANT. 


On the issue of laches the court said, 


“The record shows that in April, 1957, Harley A. 
Friend was made aware that a law firm in Seattle 


™“ Richard Friend’s deposition, XBH p 52 L 11-22, p 54 
L 14-55 L 8, p 55 L 22-24 received evidence RT 449 L 21- 
RT 450). 

Wm. Friend, secretary of plaintiff, testified that he 
assumed that Wilber would go into the wholesale busi- 
ness in California (RT 545, 1 6-8). 


pa) 


was “taken in” by Wilber’s course of conduct 1 
seeking to create the hereinabove described confusio 
concerning the relationships between the Zion ani 
Pasadena companies.’* However, he took no actioy 


The court’s reference was to an exchange of co} 
respondence with the firm of Lycette, Diamond ana 
Svivester of Seattle, Washington which had been f 
many years, prior to February 1951, a ecnstomer of H. A 
Friend & Company. After a routine sales follow up lette 
was written by H. A. Friend & Company, the Lycett 
firm, by Mr. Zinn, answered as follows (Zinn depn. exh! 
3) (TX 234): 
We have your letter of March 29th in which yo 
state that your file card on engraved stationery 
indicates that we have not purchased any stationery 
from you since February, 1951. 
As I recall it, it was along about that time tha 
we received a letter advising of the opening of a 
office at 55 West Green St., Pasadena, California, fo 
the purpose of better enabling you to serve your 
west coast customers and suggesting that we ente? 
our future orders through that office. 
Since the Pasadena plant was opened we have 
been ordering all of our requirements from tha 
plant. 
In referring back to our files, I note that th 
name of the company in Pasadena is “Friend & Com 
pany” whereas your Zion firm is known as “H. A 
Friend & Company”. Perhaps we became confuse¢ 
in thinking the two companies were one and the same 
Are we correct in assmming that the Pasadena firm 
is an affiliate of yours or a branch of your company? 
The letter was intercepted by Mr. H. A. Friend who was 
then inactive in the management of the business due 
to ill health and only briefly made appearances at the 
offices of TI. A. Friend & Company (RT. 534 1 19-24). 
Mr. H. A. Friend wrote the following letter in response 
to the Lycette firm (Zinn depn. exh. 2). (The parts inf 
italics are the parts omitted in appellant’s partial quote 
of this letter on pages 24 and 25 of appellant’s brief): 

We are in receipt of your nice letter of the 3rd,/ 

and we are sorry to know any firm would follow such! 
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with respect to the matter prior to his death two 
years later, nor did he inform his other sons, who 
were his partners, concerning it.’* Perhaps such in- 
action stemmed from a father’s natural reluctance 
to conclude the worst concerning his son, or from 
his hope that the incident reported to him had been 
an isolated one. In any event, the first knowledge 
that Richard, Howard or William had of Wilber’s 
fraudulent conduct was in August, 1962, when William 
went to Albuquerque, New Mexico, on a sales pro- 
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a line of duplicity, however, several other customers 
of ours on the coast write us in this same manner. 
This boy is my oldest son and was connected with 
this business in Zion but now has no connection with 
H, A. FRIEND & COMPANY in any manner. In 
fact, I was compelled to expell him from this business 
because of his misconduct. 

We greatly appreciate your letter giving us this 
information and assure you, you will never get any- 
thing from this office but truth and honesty. 

We would be pleased to take care of your needs again 
if you so desire. 


*® At the time Mr. Friend wrote this letter, he was a 
very sick man and his condition steadily deteriorated 
until he died two years later at the age of 74. This is 
shown by Wilber Friend’s own testimony (RT 395, | 9- 
396, 1 1) quoted from a letter to him from his father, 
H. A. Friend on December 26, 1954, several years before 
the above exchange of correspondence. The letter read: 
“Mv dear boy Wilber: 
Well, I feel like I can write some today. My nerves 
have quieted down and I do feel some improved. 
I received the letters you wrote to me in Kansas 
City. Lueey would read them to me, but I was so 
sick, I could not understand.” 

Later Wilber Friend was asked (TR 509, 1 12): 
“Q. Was your father in ill health before he died, 
or did he die snddenly? 
A. I believe he was in il health all through the 
years with increasing severity.” 
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motion trip and saw the defendants’ catalogue in a 
lawyer’s office.” *’ 
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If H. A. Friend was in poor health as described in the 
December, 1954 letter qnoted above, he was very ill indeed 
in the last two vears of his life. William testified (RT) 
534 L 19): 


“Q. Several years prior to his death in 1959, was: 
vour father active in the business? 

A. Not too much. He was a diabetic, and he had 
a bad heart, and he would only come into the office” 
and look over generally the mail in the morning and! 
maybe come back in a little while in the afternoon.” 


7 William Friend testified that the first knowledge 
which the present management of H. A. Friend & Com-: 
pany obtained regarding the activities of defendant 
eame when the witness, William Friend, went on a trip 
west. He saw for the first time one of Wilber Friend’s 
1962 catalogs, and he talked to former customers of 
H. A. Friend & Company, who had heen deceived and 
who were doing business with defendant. (RT 531 1 18); 
Prior to that time Plaintiff’s present officers believed 
that defendant was solely in the wholesale paper business 
in Pasadena, California under the name Friend Paper 
Company. (RT 397, 1 10-14, 545 1] 6-546) 

Defendant claims that some idea of what defendant 
was up to resulted when one of the brothers, Howard, 
visited defendant’s establishment in 1956. Defendant con- 
tends that Howard Friend “must have seen” the name 
on the door, “Friend & Company, Wholesale Paper”. 
However, defendant never took the testimony of Howard! 
Friend in order to bolster its affirmative defense of 
“laches, acquiescence and estoppel”, although defendant! 
took testimony of other witnesses in plaintiff’s offices 
in Zion, Illinois when Howard was present. William tes- 
tified that Howard mentioned nothing of interest per- 
taining to Wilber’s business. (RT 543, 1 14-22, 546 1 14-24) 
Timely and vigorous action was taken in 1963 after the 
nature of defendant’s retail activities were revealed to 
plaintiff. 
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“The plaintiff sent to the defendants a demand for 
discontinuance on August 28, 1963, and after con- 
siderable subsequent correspondence, the plaintiff 
caused a complaint to be filed in the United States 
District Court for the Eastern District of Illinois 
late in 1963 or early in 1964. Wilber thereupon 
persuaded that Court that neither he nor his company 
had been doing business in Illinois since 1949(1!). 
The complaint was therefore dismissed, and the 
present action was filed promptly thereafter.” 


The record is very clear that Wilber Friend maintained 
his rights to use “Friend” as a trademark and watermark 
for paper from the beginning of his operations in Cali- 
fornia on the distorted and perverted reasoning advanced 
as defenses in this case and was undeterred by anything 
part of plaintiff. In a letter of June 13, 1952, after a 
question was raised by Gilbert as to Wilber’s right to use 
“Friend” as a trademark (RT499, exh. 420, L.18), defen- 
dant stated to Gilbert, (RT501 L.5) “We intend to con- 
tinue using this terminology. We have no real objection 
to H. A. Friend & Company using it also.” At the trial, 
(RT501 L8) Wilber Friend was asked: 

“Were you at that time convinced that you had 
rights to use ‘Friend’ as a brand name?” 


and his answer was: 
“Vas 33 


The aforementioned letter to Gilbert concluded with de- 
fendant’s affirmation of his position wherein he said: 


“My name happens to be Friend, and I intend to con- 
tinue it regardless of anyone else in the business of 
that same name.” 


18 Defendant never knew of the correspondence with 
the Lycette firm or with anyone else until the Lycette 
firm’s letter was filed with deposition of Mr. Zinn some 
time after August, 1965 and could therefore not have 
relied on any of the statements nor changed its position 
in reliance on them. 
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Defendant went on to testify (RT501, 1 19) referring to 
the above: 


“A. Yes. I intended to continue using it for the 
reasons I stated. 

Q. Whether or not anybody objected to it? 

A. Well, I wasn’t going to go off the name of 
Friend because somebody objected to it.” 


Defendant’s dogged but baseless determination to use 
and continue using “Friend” regardless of the action or 
inaction of others is shown by the above testimony. A 
similar determination with respect to Barrister Bond is 
shown by defendant’s continued use even after Gilbert 
refused to go through with an assignment of that mark. 
(X 414-418) Defendant’s conduct with respect to both of 
these marks clearly negates any claim of reliance on his 
part. 


The refusal of Gilbert to sell “Barrister Bond” water- 
marked paper to defendant left only one conclusion in 
the mind of H. A. Friend & Company and Gilbert—that 
Wilber had, through misrepresentation, sought to acquire 
rights to “Barrister Bond” in order to force H. A. Friend 
to buy this paper from him, the misrepresentations had 
been discovered and Wilber’s attempt frustrated. The 
whole skirmish ended with Wilber receiving nothing and 
H. A. Friend could readily have coneluded that the matter 
had been settled, finally and successfully, from the stand- 
point of H. A. Friend & Company. (DX N 1 8) 


In its brief, page 19, appellant refers to the fact that 
from the beginning Wilber Friend had a plan “to go into 
the retail stationery business”. The brief states: 


“Wilber Friend, while continuing to operate the 
Friend Paper Company, carried out his plan in 1949 
to start up a retail stationery business similar to 


a 


that of H. A. Friend & Company, on the west coast, 
that is, the 13 far western states plus western Texas, 
as he had previously informed his father.” (emphasis 
supplied) 
there is no support for nor does appellant’s brief refer 
) any support for the latter statement about informing 
is father other than Wilber’s testimony, which Judge 
ray characterized as “unbelievable.” As previously re- 
erred to, H. A. Friend called Wilber’s actions with 
espect to obtaining business from H. A. Friend’s cus- 
mer Lycette, Diamond & Sylvester of Seattle, Wash- 
igton, “duplicity” and Jack of “truth and honesty”. The 
ecord supports the inference that Wilber’s “plan” to 
tart up a retail business was done under the smoke 
sreen of Friend Paper Company’s wholesale operations, 
ut it was, as stated in appellant’s brief, a “Plan”. 


VIII. THE FINDINGS BY THE DISTRICT COURT 

F FRAUDULENT UNFAIR TRADE PRACTICES, 
VILLFUL TRADEMARK INFRINGEMENT, AND A 
ONSISTENT DESIGN BY DEFENDANT TO TRADE 
IN THE GOODWILL OF PLAINTIFF ARE ABUN. 
MAANTLY SUPPORTED BY THE RECORD, AND 
‘HERE IS NO CREDIBLE EVIDENCE TO DISPUTE 
‘HOSE FINDINGS. 


The record shows that plaintiff has used the company 
ame, H. A. Friend & Company, since prior to 1920, and 
hat defendant adopted the company name, Friend & 
ompany, with full knowledge of plaintiff’s prior usage 
nd in direct competition with plaintiff. The record also 
hows that defendant called itself, “Western Division” 
men it had no place of business except in Pasadena, 
falifornia; and that defendant made oral and written 
mnouncements to plaintiff's customers in the western 
tates which indicated that plaintiff had opened a west 


— an — 


eoast branch and that the customers should send future — 
orders to the Pasadena office, to “expedite” orders and 
save on freight charges. The record shows further that! 
defendant used the slogans “since 1908”, “serving the 7 
legal profession in every state since 1908”, “The Friend) 
organization has served the legal profession nationwide — 
with quality products for 50 years”, all of which slogans 
applied properly to plaintiff, but not to defendant; that 
defendant used maps in its catalogs which showed “gen- 
eral offices” at the place of business of plaintiff; and 
that defendant told customers who were confused about 
the relationship of plaintiff and defendant that defendant 
would “get your engraving die from our Zion office”; 
that defendant used identical trademarks and watermarks 
to plaintiff on identical goods with identical styles of | 
lettering; and that defendant made numerous representa- 
tions to customers which were shown by the undisputed 
testimony of over a dozen confusion witnesses, all in- | 
tended to trade on plaintiff’s goodwill. 


Defendant’s business in California was built on a 
planned program of continuous and systematic unfair 
trade practices, from the time defendant started business 
in California in the 1950’s through the time of the trial. 


Defendant’s own counsel admitted, during the final 
arguments at the conclusion of the trial regarding defen- 
dant’s business activities in California; “I think the name ~ 
and the literature creates confusion. I would not deny 
ite’ (RE 593, L 21, 22), 


Despite the clear showing of willful infringement and — 
unfair competition by defendant, Wilber H. Friend, and 
despite the characterization of the testimony of defen-— 
dant as “unbelievable” by the District Court, the essence 
of appellant’s brief is a challenge of the findings of the 
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District Court on the basis of this “unbelievable” testi- 
mony of defendant. 


The trial court made its finding based, not on the 
unsatisfactory (RT 579 L 20, 21) testimony of Wilber 
Friend, but on testimony of Wilham Friend, voluminous 
documentary evidence, such as the letters between Gilbert 
and the respective parties, on depositions of witnesses 
such as Schmerin and Ashton, which support the findings 
of the court and contradict the testimony of Wilber Friend 
and the arguments of appellant in its brief, which are 
based on Wilber Friend’s testimony. Wilber Friend con- 
tradicted himself; for example in early 1964 he filed an 
affidavit in the Chicago case supporting his motion to 
dismiss for lack of personal jurisdiction saying he (or 
defendant) had no place of business and conducted no 
business in Illinois. Throughout the trial he testified 
that he had a place of business in Illinois since that is 
the only way he could attempt to justify his use of 
“western division” and many other of his fraudulent acts. 


This court has held that it does not sit to retry the 
factual issues Bloom v. U.S., 1959, 272 F2d 215, 223; that 
the burden is on him who attacks a finding to show that it 
is clearly wrong Grace Bros. v. C.I.R., 1949 173 F2d 170; 
and that the “clearly erroneous” rule applies even to 
inferences drawn from documents or undisputed facts, 
Snider v. England, 1967 374 F2d 717, 720, Cf. Lungren v. 
Freeman, 1962 307 F2d 104. 


Appellant suggests [Br p 40] that some other standards 
apply—that “A finding of the District Court should be 
reversed and set aside where there is no substantial evi- 
dence to support it, or where it is clear that a mistake 
has been committed” citing Lussiter v. Guy F. Atkinson 
Co., 176 F2d 984, 993. This case doesn’t quite say what 
appellant attributes to it. The opinion states (at p 993) 
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“Tf on the entire evidence, we are ‘left with aj 
definite and firm conviction that a mistake has been 
committed’ it is our duty to reverse the finding.” 


Appellant states also, on page 40 of his brief that a | 
finding of a District Court should be reversed where “it ! 
is against the clear weight of the evidence” citing Cleo 
Syrup Corp. v. Coca-Cola Co., 1389 F2d 416, 417 (CA 8, 
1943). Again the court’s decision reads somewhat differ- 
ent from appellant’s summary of what the court said, 
The decision in the Cleo case read (p. 417-418) 


Whether the present dress or make-up of the trade 
name “Cleo Cola” renders that trade name so similar 
to the trademark “Coca-Cola” that the former de 
ceives, or will probably deceive, purchasers and cause 
them to buy the product of the defendant in the 
belief that it is the product of the plaintiff, is a_ 
question of fact. The District Court, which was the - 
trier of the facts, has determined that issue in favor 
of the plaintiff. This Court, upon review, will not 
retry issues of fact or substitute its judgment with © 
respect to such issues for that of the trial court. 
(citing cases) The power of a trial court to decide - 
doubtful issues of fact is not limited to deciding 
them correctly. (citing cases) In a non-jury case, 
this Court may not set aside a finding of fact of a 
trial court unless there is no substantial evidence to » 
sustain it, unless it is against the clear weight of 
the evidence, or unless it was induced by an erro- 
neous view of the law. (citing cases) * * * In deter- 
ming whether there is a sufficient evidentiary basis — 
for the court’s findings of fact, we must take that 
view of the evidence and the inferences deducible — 
therefrom which is most favorable to the plaintiff. 
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The “whole record” here supports the District Court’s 
decision. Audio Fidelity Inc. v. High Fidelity Recordings, 
Ine., 9th Cir. 1960 283 F2d 551, 557, 558. 
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The interest of the law, as stated by the Trial Court and 
‘this court on many occasions, is to protect legitimate 
mpetitors from fraud and unfair trade practices and 
protect the purchasing public from deceit. Appellant’s 
ief, on the other hand, is directed entirely at challeng- 
y plaintiff’s “ownership” of certain “rights”. As Pro- 
ssor Gobel stated in his article entitled “Where and 
hat a Trademark Protects”, 22 Ill. Law Review, 379, 
is puts “the cart before the horse.” “If the plaintiff 
ns he has a property interest, but if he loses he 
es not have such an interest. If he gets judgment the 
urt thereby establishes his right that the defendant 
all not do the act complained of.” While plaintiff’s 
shts in the name H. A. Friend & Company and the busi- 
ss goodwill associated therewith, and in the trademarks 
‘riend’s”, “Barrister Bond” and “Banner” and _ the 
gistrations for “Friend’s”, and “Barrister Bond” are 
‘arly shown by the evidence, an independent answer to 
e contentions of defendant’s brief is that in protecting 
mpetition and the public from fraud, a court will uphold 
yhts of a plaintiff. As the California Supreme Court 
uted in American Philatelic Society v. Claibourne, 3 
# 2nd 289, 46 P. 2nd 135, 140, (19385); 


“Tt is to be borne in mind that the rules of unfair 
competition are based not alone upon the protection 
of a property right existing in the complaintants, 
but also upon the right of the public to protection 
from fraud and deceit.” 


* * * When a scheme is evolved which on its face 
violates the fundamental rules of honesty and fair 
dealing, a court of equity is not impotent to frus- 
trate its consummation because the scheme is an 
original one. There is a maxim as old as law that 
there can be no right without a remedy and in search- 
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ing for a precise precedent, an equity court must no 
lose sight, not only of its power, but of its duty t 
arrive at a just solution of the problem” 


Trademark and Unfair competition laws are designe 
to protect the public from confusion and deception, a 
well as to protect legitimate business. Stork Restauran 
Inc. v. Sahati, 166 F.2d 348 at 363 (9 Cir. 1948). Am 
attempt by a defendant to trade on the name or busines 
reputation of another, where confusion or deception 0 
the public results or is likely to result, is unfair competi 
tion under California law. California Civil Code, Sectior 
3369; People v. National Research Co. of Cal., 1833 USPC 
413 (Cal. Dist. Ct. of App. 1962); Metro-Goldwyn-Mayer) 
Inc. v. Lee, 1387 USPQ 573 (Cal. Ct. of App. 1963). 


Defendant’s own efforts to trade on the reputation o 
plaintiff is clear evidence that plaintiff’s rights have bee 
established, for copying of a trademark, trade name, o 
dress of goods of a prior user, constitutes proof: 


(a) That the mark, name or dress identifies th 
prior user as the source of the goods to the buying 
public. Audio Fidelity, Inc. v. High Fidelity Record 
ings, Inc., 283 F.2d 551, 127 USPQ 306 (9th Ca 
1960); and 


(b) That the purchasers will be confused. Na 
tional Lead Co. v. Wolfe, 223 F.2d 195, (9th Cit 
1955). 


Thus, defendant’s contention that plaintiff has ne 
“rights” which ean be protected by the District Cour 
is refuted by defendant’s own conduct and by the clea 
and abundant evidence of consumer confusion. Evidener 
of actual confusion, along with evidence of prior use, ii 
proof that customers associate a mark or name with : 
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ource of goods, that is, the existence of ‘secondary 
neaning.” Little Tavern Shops v. Davis, 116 F.2d 903 at 
06, 48 USPQ 161 (4th Cir., 1941); National Lead Co. v. 
Wolfe, (9th Cir.) 223 F.2d 195, 105 USPQ 623. It is 
xiomatic that identification of plaintiff’s name as source 
f£ the goods must exist in the mind of the purchaser 
efore confusion, that is, misidentification, can occur as 
_ result of defendant’s activities. 


IX. WHERE DEFENDANT ENGAGED IN FALSE 
\DVERTISING AND SUBSTITUTION OF INFERIOR 
700ODS SUCH CONDUCT SHOULD BE ENJOINED 
IND DAMAGES AND PROFITS AWARDED UNDER 
5 U.S.C. 1125(2) OR UNDER CALIFORNIA LAW OF 
JNFAIR COMPETITION. 


In L’Aiglon Apparel v. Lana Lobell, Inc., 214 F.2d 649, 

3 Cir., 1954), the court held that in 15 U.S.C. 1125(a) 
ongress had defined a “statutory civil wrong” creating 
ability for false representation of goods. See Maternally 
fours v. Your Maternity Shop, 234 F.2d 538 (2 Cir., 
955); Gold Seal Co. v. Weeks, 129 F.Supp. 928 DDC 
955, aff’d per curiam sub. nom.; 8. C. Johnson & Son, 
uc. Vv. Gold Seal Co., 230 F.2d 832, DC Cir., 1956; Park- 
ay Baking Co. v. Frethofer Baking Co., 255 F.2d 641, 
3 Cir., 1958); Federal-Mogul-Bower Bearings Inc. v. 
lzoff, 313 F.2d 405, 136 USPQ 500 (6th Cir. 1963); Glenn 
. Advertising Publications Inc., 251 F.Supp. 889, 148 
ISPQ 645 (S.D. N.Y. 1966); Mutation Mink Breeders v. 
ou Neirenberg Corp., 23 F.R.D. 155, 120 USPQ 270 (S.D. 
1.Y. 1949). 


On remand in the L’Aiglon ease the District Court 
warded damges in the amount of $17,500 for the false 
epresentation under 15 U.S.C. 1125(a). Compare Mon- 
anto v. Perfect Fit Prods., 349 F.2d 389, 146 USPQ 512. 
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Injunctive relief and a monetary award for false repre 
sentation and false advertising may be predicated on th 
common law apart from the statute, Restatement of Tort: 
section 761, Hesse v. Grossman, Cal. App. 313 P. 2d 62 
629 (1957), McCord v. Plotnick, 108 Cal. App. 2d 39 
239 Pe) 2d 32 (195). 


The appellant however, contends that there was n 
passing off in connection with its paper cheating an 
therefore that neither an injunction nor monetary awar 
is permissible under the Lanham Act or the law of ur 
fair competion. That this contention is erroneous 1 
clearly demonstrated by the record and the findings 0 
the district judge. However, even if there were no pass 
ing off, the award should be sustained. 


It is true that this court, in dictum in Chamberlain \ 
Columbia Pictures, 186 F.2d 923 (9 Cir., 1951) state: 
passing off was necessary to invoke 15 USC 1125(@ 
However this court found in the Chamberlaim case tha 
plaintiff did not have exelusive rights which were th 
basis for her claim and was not in competition wit 
defendant. Accordingly, the issue of passing off, sale 0 
defendant’s product as plaintiff's could not have arise) 
and therefore any statement referring to passing off wa | 
dicta. 


The dicta in the Chamberlain case is inconsistent wit 
this court’s decision in the Brooks Bros. case 158 F.2d 79 
72 USPQ 66, affirming per curium and adopting as it 
own the District Court’s opinion, Brooks Bros. v. Brook! 
Clothing of California, Inc., 60 F.Supp. 442, 65 USPQ 3 
and the decision of the California Supreme Court & 
American Philatelic Society v. Claiborne, 3 Cal. 2d 288 
46 P.2d 135. The Brooks decision says 60 F.Supp. at 45] 
that proving passing off is not necessary in unfair com 
petition cases, citing a U.S. Supreme Court case as prin 
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ciple authority for this proposition. In the American 
Philatelic case the court held that non-competitors of 
defendant had standing to bring an action to stop de- 
fendant from altering and selling spurious stamps, thus 
necessarily holding that proving passing off is not re- 
quired in so-called “unfair competition” cases. 


Since Chamberlain, other circuits, in fully reasoned 
opinions on the merits have rejected the passing off re- 
quirement, Federal-Mogul-Bower Bearings v. Azoff, 313 
F.2d 405 (6 Cir., 1963); L’Atglon Apparel v. Lana Lobell, 
Inc., 214 F.2d 649, (3 Cir., 1954); Gold Seal Co. v. Weeks, 
129 F.Supp. 928 (DCC 1955); affirmed per euriam, sub. 
nom. S.C. Johnson & Sons, Inc. v. Gold Seal Co., 230 F.2d 
332, (D.C. Cir., 1956); as have several District Courts: 
Norwich Pharmical Co. v. Hofmann-La Roche, Inc., 180 
P.Supp. 222, (D. N.J., 1960); Smith-Victor Corp. v. Syl- 
yania Electric Products, Inc., 242 F.Supp. 302, (N.D. IIL, 
L965) ; Mutation Mimk Breeders Ass’n v. Lou Nierenberg 
morp., 23 F.R.D. 155, (S.D. N.Y., 1959). 


As Judge Learned Hand pointed out in Ely-Norris 
Safe Co. v. Mosler Safe Co., 7 F2d 603, (2 Cir., 1925) at 
sage 604, 


“there is no part of the law which is more plastic 
than the law of unfair competition, and what was not 
reckoned an actionable wrong 25 years ago may 
have become such today.” 


In view of these developments, appellee respectfully 
submits that the dictum of the Chamberlain case should 
10t be followed. The Chamberlain case does nothing but 
liscourage honest competitors from bringing actions to 
stop fraud and deception. 
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X. A COURT MAY DETERMINE THE AMOUNT 
OF DAMAGES BY REASONABLE APPROXIMATION 
FROM EVIDENCE IN THE RECORD ONCE THE 
FACT OF DAMAGE IS ESTABLISHED. | 


The fact of damage resulting from all of defendant's 
unfair trade practices is clearly shown by the record. 
Defendant took customers away from plaintiff using 
plaintiff’s trade made and trademarks and misrepresent: 
ing that he was a West Coast branch of plaintiff. He 
was aided in this by his being able to hold himself out 
as offering his goods at lower prices made possible by 
his substitution of inferior grades of paper. 


Plaintiff need show only a reasonable approximation; 
to support an award of damages. In Universal Pictures 
Co. v. Harold Lloyd Corporation, 162 F.2d 354 (CA 9f 
1947) at page 368, a copyright case, the court stated: ; 


“In Story Parchment Co. v. Paterson Parchment 
Paper Co., 282 U.S. 555, 562, 563, 51 Si@tee24aa 2500 
75 L. Ed. 544, it is said: It is true that there wam 
uncertainty as to the extent of the damage, but there 
was none as to the fact of damage * * *. The rule’ 
which precludes the recovery of uncertain damages 
applies to such as are not the certain result of the 
wrong, not to those damages which are definitely 
attributable to the wrong and only uncertain in 
respect of their amount. * * *. In such case, while 
the damages may not be determined by mere specula+ 
tion or guess, it will be enough if the evidence shows 
the extent of the damages as a matter of just and 
reasonable inference, althongh the result by only, 
approximate. The wrongdoer is not entitled to com- 
plain that they cannot be measured with the exact-) 
ness and precision that would be possible if the ease, 
which he alone is responsible for making, were other- 
wise. 


See Bigelow v. RKO Radio Pictures, Inc., 327 US. 
251, 66 8. Ct. 574, 580, 90 L. Ed. 652, in which it is: 
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said: The most elementary conceptions of justice 
and public policy require that the wrongdoer shall 
bear the risk of the uncertainty which his own wrong 
was created * * *. 


The constant tendency of the courts is to find 
some way in which damages can be awarded where 
a wrong has been done. Difficulty of ascertainment 
is no longer confused with right of recovery for a 
proven invasion of the plaintiff’s rights.” [Cases 
cited ] 


In Eastman Kodak Company v. Southern Photo Ma- 
rials Company, 273 U.S. 359, the Supreme Court held 
t page 378: 


“Damages are not rendered uncertain because they 
cannot be calculated with absolute exactness. It is 
sufficient if a reasonable basis of computation is 
afforded, although the result be only approximate. 
This, we think, was a correct statement of the appli- 
eable rules of law. Furthermore, a defendant whose 
wrongful conduct has rendered difficult the ascertain- 
ment of the precise amount is not entitled to com- 
plain that they cannot be measured with the same 
exactness and precision as would otherwise be pos- 
sible.” 


The record here has ledger sheets and correspondence 
alating to orders of customers who bought from both 
laintiff and, after being confused, from defendant, from 
‘hich the court could readily estimate plaintiff’s damages. 
ee Maier Brewing v. Fleischmann Distilling, 390 F.2d 
17. 
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XI. THE DISTRICT COURT’S FINDING THAT THE 
EQUITABLE DOCTRINES OF LACHES, ACQUIES! 
CENCE AND ESTOPPEL DO NOT PROTECT DEFEN 
DANT FROM AN AWARD OF INJUNCTIVE RELIEF 
AND MONETARY RECOVERY CAN NOT BE CALLETL 
A CLEAR ABUSE OF DISCRETION. 


In trademark and unfair competition suits, the oe 
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of estoppel requires proof of actual knowledge by th 

plaintiff of the infringer’s activities, deliberate silence 
as to these activities by the plaintiff, an absence of 
knowledge by the infringer of the right of the plaintiff 
innocent reliance by the infringer on the silence of the. 
plaintiff, and a prejudicial change of position by thei 
infringer based on said innocent reliance. Parker y, 
Sager, 174 ¥.2d 657 at 660 (DC Cir. 1949); National - 
Co. v. Wolfe, 223 F.2d 195, 105 USPQ 462 (9th Cir 
1955). None of the elements of estoppel were proved by 
defendant or are present in this ease. ) 


Defendant’s adoption of confusingly similar trademarks, 
and trade names, with knowledge of plaintiff’s prior use; 
defendant’s intentional fraud and deliberate misrepresen- 
tation, and plaintiff’s incontestable trademark registra- 
tions bar the defense of laches, for laches does not apply) 
under these circumstances, especially in a case for ina 
junctive relief. Menendez v. Holt, 120 U.S. 514 at 5233! 
Apple Growers Assn. v. Pellettt Fruit Co., Inc., 158 
F.Supp. 948, 115 USPQ 171 (DC ND Cal. 1957); Stan- 
dard Oil Co. v. Standard Oil Co., 252 F.2d 65, 116 USPQ) 
176 (10th Cir. 1958); General Motors Corp. v. Smithy 
1388 USPQ 382 (DC SD Cal. 1963); Brooks Bros. wi 
Brooks, 60 F.Supp. 442, 65 USPQ 301 (DC SD Cal. 1945).!! 


In addition, defendant’s misrepresentations and deceit 
of the purchasing public bars the defense of laches in’ 
this case, for laches is not a defense, when the public” 
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nterest is involved. Menendez v. [[olt, supra, Scott Paper 
Zo. v. Marcalus Co., 326 U.S. 249 at 257, 67 USPQ 193 
it 197 (1945). 


Although the law cited above clearly shows that there 
‘an be no laches in this case, as a matter of law, it should 
ilso be pointed out that the District Court found an 
ibsence of laches as a matter of fact. The court found 
hat the present management of plaintiff did not know 
f defendant’s infringing activities until the latter part 
f£ 1962, and that plaintiff wrote defendant promptly 
pon learning of defendant’s activities and objected to 
he infringement (August, 1963), and that plaintiff filed 
mit in the latter part of 1963 or the early part of 1964 
The Chicago suit was filed in January, 1964). This action 
vas commenced in June, 1964. 


While appellant devotes a great deal of his brief to 
he question of laches, there can clearly be no laches, 
equiescence or estoppel in regard to the subject matter 
f the second cause of action (66-470-WPG) relating 
0 misrepresentation of the cotton fibre content of defen- 
lant’s papers. The record is clear that the relative cotton 
ibre content in new paper cannot be determined by 
isual comparison or by means other than a laboratory 
est, and plaintiff had no reason to know of defendant’s 
aper cheating prior to the filing of this action. (It is 
mly as paper ages that cotton fiber content becomes 
pparent, for low-cotton paper discolors faster than high- 
otton paper.) 


This Court has held that laches is a question of fact, 
peed Corporation v. Webster, (CA9, 1959), 262 F.2nd, 
83. And this Court stated in Whitman v. Walt Disney 
woductions, Inc., (CA9, 1958) 263 F.2d 229 at 231: 


“mere passage of time cannot constitute laches, but 
if the passage of time can be shown to have lulled 


=o) 


defendant into a false sense of security, and the 
defendant acts in reliance thereon, laches may, im the 
discretion of this trial court, be found.” 
The court therein referred to the leading decision in this) 
Circuit, Gillons v. Shell Co. of California, (CA9, 1936), 
86 F.2d 600, where it was stated at page 604 that: 


“at the outset, it will be helpful that we place our: 
inquiry into its proper setting. It must be borne: 
in mind that the decision of the trial Court on ther 
subject of laches will not be set aside unless it isi 
palpably wrong.” 

“In The Kermit, 76 F.(2d) 368, 367, certiorari’ 
denied, Lamborn v. American Ship & Commerce Nav. 
Co., 296 U.S. 581, 582, 56 S.Ct. 93, 80 L.Ed. 411, wet 
said: ‘As the decisions indicated, the question of; 
laches is addressed to the sound discretion of thet 
trial judge, and his decision will not be disturbed’ 
on appeal unless it is so clearly wrong as to amount) 
to an abuse of discretion.’ See, also 21 C.J. 217-219.” 


The trial court here found that there was no laches.+ 
Defendant’s own testimony showed that his father, who: 
had received a letter from a deceived customer and) 
thereby obtained some knowledge of part of defendant’s” 
activities, was seriously ill and incapacitated. When the: 
father died, two years later, whatever knowledge they 
father had died with him. Defendant contends that the: 
partial knowledge of his ill father concerning defendant’s — 
infrmgement or unfair competition requires a finding) 
of laches in this case, because of the holding in the: 
Whitman case, above. However, the Whitman case does” 
not control where plaintiff had no effective knowledge 

because of ill health of the actions of defendant, and the: 
language of the Whitman case implies support for the 

finding of Judge Grey herein. In Whitman, this Court! 
stated as follows: 
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“Tn our instant case the delay was fourteen years; 
no charge of fraud or deception on the part of 
appellees was made; there is no charge of inability 
to bring the suit because of insufficient knowledge. 
(to the contrary, the knowledge on which the third 
suit was based in 1953 is the same knowledge as 
appellant had in 1939); no point is made of lack of 
funds, or absence from the country or poor health, 
or confinement in any institution. 

* * * 

“We agree with the trial judge that Gillons v. 
Shell Co., supra, establishes the rnle that the question 
of laches in such a case as this is a matter for the 
discretion, judicially exercised, of the trial court. 
We affirm that while ‘mere’ delay may not constitute 
laches, unreasonable or unexplained delay well may. 
Kemberly Corp. v. Hartley Pen Co., supra, 237 F.2d 
at page 301. 


We find no indication that the district court abused 
its discretion; and the judgment is affirmed.” (em- 
phasis added) 


The defense of laches is an equitable defense, which 
will not be sustained in cases of deliberate and intentional 
trademark infringement or unfair competition. In National 
Lead Co. v. Wolf, (CA9, 1955) 223 F.2d 195 this court 
disposed of the question by saying “In the light of the 
intentional and fraudulent use of appellant’s trade name, 
the defense here is a frivolous one.’ The letter relied 
on by defendant to support its equitable defense of 
laches, acquiescense and estoppel, by its own terms nega- 
tives all three defenses. In it his father speaks of Wilber’s 
“misconduct” causing his dismissal from H. A. Friend 
and Company, and refers to Wilber’s “duplicity” and 
lack of “truth and honesty” In the same case of National 
Lead Company v. Wolfe, at page 203, this court re- 
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jected a claim that a letter written from one officia) 
of National Lead Company to another, tending to support 
Wolfe’s defenses, would support the equitable defense 
of laches, or acquiescence, on the obvions ground thai 
this was an intra-company communication not seen by 
defendant. The correspondence relied on by defendant 
was never known to the defendant until this action wag 
brought, and plaintiff filed the letters as exhibits to thé 
deposition of Mr. Earl Zinn. As in the National Lead 
case, “there was no reliance upon it by appellees”, andi 
it should serve as no basis for defendant’s equitable} 
defense of laches, acquiescence and estoppel. 


Complete absence of any reliance by defendant on any- 4 
think H. A. Friend & Co. or its officials did or didn’t dol 
is shown by Wilber Friend’s testimony, quoted on pages 
37-38 herein. \ 
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XII. THE DISTRICT COURT PROPERLY AWARD! 
ED PARTIAL ATTORNEY’S FEES TO PLAINTIFF 
BECAUSE OF DEFENDANT’S WILLFUL AND CALI 
CULATED ACTS OF UNFAIR COMPETITION DE 
LIBERATELY DESIGNED TO TRADE ON PLAIN? 


TIFF’S GOODWILL AND TO DEFRAUD PUR! 
CHASERS. 


The District Court awarded $30,000, attorney’s fees, 
which was slightly less than half the actual attorney’s 
fees and expenses incurred by plaintiff, (CT 454-459), 
citing National Van Lines, Inc. v. Dean, 237 F.2d 688, 
111 USPQ 165 (9th Cir., 1956), in which this Courty 
awarded attorney’s fees for deliberate acts of unfair 
competition at common law. National Van Lines expressly ' 
ruled that it was unnecessary to decide issues of trade- 
mark infringement under the Lanham Act. Subsequently, 
in Maier Brewing Co. v. Fleischmann Distilling Corp., 
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59 F.2d 156, 149 USPQ 89, this could held in an en bane 
ecision regarding a purely statutory trademark infringe- 
vent action, (the unfair competition issues having been 
xcised as a result of an earlier appeal in the same case, 
14 F.2d 149, 136 USPQ 508) that attorney’s fees are 
ot authorized by the Lanham Act, because the Lanham 
.et dealt in detail with monetary relief for statutory 
rademark infringement and was silent as to attorney’s 
2eS. 


This court in the Maier case, in the next to the last 
aragraph stated (149 USPQ 96) 


“We hold that attorney’s fees are not recoverable 
in trademark infringement cases under the Lanham 
Act, primarily because the Congress has not provided 
for them. We do not think that such cases are among 
the exceptional ones of which Mr. Justice Frank- 
furter spoke in Sprague v. Ticonic Bank, supra. We 
do not think that we should create an exception 
when Congress has legislated so fully, in the area, 
and has not provided for attorney’s fees. We over- 
rule Wolfe, to that extent, and limit National Van 
Lines to its actual holding, as to the correctness 
of which we express no opinion.” 


n the Maier Brewing case on attorney’s fees, the court 
tated in footnote 7: 


“High Fidelity Recordings, Inc. v. Audio Fidelity, 
Inc., 9 Cir., 1962, 305 D.2d 86, 1834 USPQ 983, relied 
primarily on National Van Lines. It was an action 
for unfair competition under California law. It was 
not a trademark case. We need not consider whether 
it correctly applied California law.” 


The Supreme Court in Fleischmann Distilling Corp. 
_ Maier Brewing Co., 386 U.S. 714, affirmed this court 
y saying that attorney’s fees are not provided for by 
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the Lanham Act and cannot be awarded in purely statv! 
tory trademark cases brought under the Lanham Ac 
It should be clearly noted, however, that neither th 
Supreme Court nor this Court was concerned with a: 
unfair competition situation arising under common law 0 
state statute. The Supreme Court stated in Fleischman 
v. Maier Brewing that attorney’s fees may be awardel 
in appropriate cases under the general equity power o 


the courts. 


Thus, Fleischmann v. Maier Brewing does not appl: 
to trademark infringement causes of action arising undel 
common law or to unfair competition causes of actior 
arising under common law or state statute. Since thil 
ease involves both these causes of action, as well a 
separate causes of action arising under the Lanham Aes 
the decisions in Fleischmann v. Maier Brewing do ne. 
preclude attorney’s fees here. See, generally, commentar 
on this court’s decision, McCormick, “Trademarks—Sue 
cessful Plaintiffs in Trademark Infringement Action 
Under the Lanham Act May Not Reeover Attorney 
Fees”, 65 Mich. L. Rev. No. 3, Jannary, 1967, 57 @ 
Rep. 343. On the contrary, the cases clearly show the 
attorney’s fees are allowable in actions against repre 
hensible and heinous unfair competition which violate” 
the common law and the statutes of California, as wel 
as the Lanham Act, National Van Lines, Ine. v. Dean 
above; Audio Fidelity, Inc. v. High Fidelity Recording. 
Inc., 305 F.2d 86, 134 USPQ 93 (9 Cir., 1962); Singe 
Manufacturing Co. v. Redlich, 109 F.Supp. 623, 96 USPC 
85 (DC SD Cal. 1952), see also Hulbert Ow & Greas” 
Co. v. Hulbert Oil & Grease Co., (CA 7, 1967) 371 Fam 
251, 152 USPQ 87, an Illinois unfair competition cas 
where attorney’s fees were affirmed despite a generé 
rule against attorney’s fees; Monsanto v. Perfect Fi 


: 
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Products, 349 F.2d 389. It should be noted in this regard 
hat the District Court was fully apprised of the holding 
f this court in Fleischmann v. Maier Brewmg and was 
learly aware of the distinction between causes of action 
ising under the Lanham Act only and causes of action 
nvolving violations of state statutes and common law 
egarding unfair competition. (RT 605-606) 


Aside from the clear language in Fleischmann v. Maier 
jrewing that the holding should be limited to cases 
ising only under the Lanham Act, this position finds 
upport in a recent decision of the Supreme Court of 
New Jersey in Red Devil Tools v. Tip Top Brush Co., 
ne., 157 USPQ 456, a case involving trademark infringe- 
nent under the Lanham Act as well as violations of 
ommon law trademark rights and unfair trade practices. 
‘he court held that an award of attorney’s fees is proper, 
vhere the defendants deliberately chose an identical mark 
nm related goods for the purpose of benefiting from the 
laintiff’s established reputation. 


Applying the rationale of Monsanto Chemical Co. v. 
merject Fit Products, 349 F.2d 389, 146 USPQ 512 (2 
r., 1965, Cert. denied 383 U.S. 942, 16 L.Ed. 2nd, 206, 
48 USPQ 772, 1966) the court stated at page 462, that 
ts ruling allowing attorney’s fees * * * is 


“not precluded by anything in Fletschmann v. Maier 
Brewing Co., supra, 386 U.S. 714, 18 L. Ed. 2d 475, 
153 USPQ 432. * * *. Fleischmann governs proceed- 
ings under the Lanham Act but has no relation to 
unfair trade practice cases under the common law.” 


The Monsanto case which was cited in the Red Devil 
ools opinion was also relied upon by this court in the 
atest Fleischmann v. Maier Brewing case regarding an 
ecounting of profits: In the Monsanto case, the District 
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Court had awarded attorney’s fees to plaintiff, the pro 
prietor of the mark “Acrilan”, by reason of defendant 
use of the mark “Acrilan” on mattress pads falseh 

labeled “acrilan filled.” The court stated, at p. 391, thay 
the defendant’s acts: 


“constituted unfair competition and that it had acteq 
‘willfully with full knowledge of plaintiff’s rights 
and as a part of a pre-conceived plan to trade upor 
plaintiff’s goodwill.’ ” 
The Second Circuit Court of Appeals affirmed the aware 
of attorney’s fees and also allowed Monsanto $1500 for p 
legal expenses on the appeal, in addition to awardingi 
an accounting of profits on the theory of restitution anc 
unjust enrichment, (a theory which was later adoptec: 
by this court in the latest Fleischmann v. Mater Brewt 
ease). This case is strikingly similar to the Monsanta 
case above, in that defendant here was furnishing his 
customers papers of a markedly lower grade than the 
papers were represented to be in defendant’s catalogs 
and price lists. This case is far more aggravated than 
the Afaier case where the parties were not in direet 
competition and as pointed out by this court in its decision 
on attorney’s fees, the defendant even won in the initial) 
decision of the trial court. Defendant here not only used 
the fact that his prices were (on their face) somewhat 
lower than plaintiff’s, to obtain customers from plaintiff’ 
(and others), but he made enormous profits by selling these 
inferior grades of paper over a period of approximately 
10 years, from 1956 through 1966, at prices which were 
higher than normal for the actual paper grades involved. 
In other words, defendant used his paper cheating to 
shave his prices below those of competitors and still sell 
at a higher-than-normal profit. 


Iiven at the present time, defendant continues to sell 
the same grades of paper, and although he claims to 
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ave blocked out the references to paper percentages in 
is price lists, the fact remains that thousands of catalogs 
nd price lists containing the false statements as to paper 
‘rades are out in the hands of customers (X84, RT 222- 
23), and defendant does not claim they have been re- 
alled. What is even more striking, if not shocking, is 
hat on this appeal defendant claims the District Court 
rred in enjoining him from falsely advertising his papers. 
\ssignment of error number 20 reads as follows: 


“(The District Court erred) in enjoining defendants 

from selling stationery of different quality than 

advertised.” 
Thus while defendants, in their brief at page 82, claim 
o have repented, they persist in their assertion that the 
ajunction was improper. These facts clearly show that 
he actions of defendants are fraudulent in the extreme, 
nd that attorney’s fees are allowable in this case under 
he doctrine of the cases cited above. 


There is an additional rationale for awarding attorney’s 
ees in this particular case, based on the Supreme Court 
ase Sprague v. Ticoma National Bank, 307 U.S. 161 
1939), discussed by both this court and the Supreme 
yourt in the Maier decisions. The Supreme Court referred 
0 the Sprague case as one of the exeeptions to the 
eneral proposition that attorney’s fees are not normally 
Ssessed against an unsuccessful litigant. After discuss- 
ng situations where attorney’s fees are awarded to one 
who is successful in establishing a fund, for the benefit 
f other litigants similarly situated, the court points out 
hat the Sprague case involves an analogous exception. 
is the Supreme Court stated in the Mazer case: 


“Sprague itself involved a variation of the common 
fund situation where, although the plaintiff had not 
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in a technical sense sued for the benefit of other 
or to create a common fund, the stare decisis effee 
of the judgment obtained by the plaintiff has estak 
lished as a matter of law, the right of a discernib) 
class of persons to collect upon similar claims.” 
Thus, the general equity power “to do equity in a par 
ticular situation” supports an award of attorney’s fe 
under circumstances wherein a successful suit by a plaim 
tiff creates a clear benefit or potential benefit to otherg 
for the same reasons that underlay the common fun 
decisions. Reconstruction Finance Corp. v. J. G. Menthaw 
Corp., 312 U.S. 81, at 85; 48 USPQ 264, at 266 (1941) 
Universal Oi Products v. Root Refining Co., 328 Ua 
823 (1946); United States v. Equitable Life Assur. Soee 
of United States, 384 U.S. 323 at 331 (1966). } 


Here the defendant has not only unjustly enriched 
himself by his paper cheating, but he has defrauded hi 
customers. His customers are a clearly ascertainable grouj | 
virtually all of whom are members of the legal profesaill 
The decision of this case on the misrepresentations br 
defendants concerning paper quality is clearly a preceden! 
on which defendant’s customers can rely to obtain restitu 
tion from defendants. Many of these customer’s pur 
chases are relatively small, and would not justify litigation 
without the benefit of this adjudication. Furthermore, ont 
of defendant’s customers, Maricopa County, Arizonaf 
which purchased paper for the state and county Judger 
and was mislead by defendant’s misrepresentations, may 
be under a legal duty to bring an action for restitutior 
against defendant, and would clearly benefit by the efforts 
of plaintiff herein. Competitors of defendant such af 
Stuart Cooper Company have likewise benefitted from the 
adjudication. 
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Finally, § 3294 of the California Civil Code provides 
or punitive damages over and above actual damages, in 
ases involving “oppression, fraud or malice express or 
nplied.” (See Appendix II). Since the award of punitive 
lamages under § 3294 is clearly discretionary with the 
rial judge, it is not improper for the Judge to measure 
aid damages by a portion of plaintiff’s attorney’s fees. 
‘mger v. Redlich, 109 F.Supp. 623; 96 USPQ 85 (DC 


D Cal. 1952) 


Thus, where there is clear justification for an award 

f punitive damages under § 3294, as there is in this 
ase of fraud and malicious unfair competition, an award 
f partial attorney’s fees should not be reversed simply 
ecause § 3294 was not cited by the Court in making 
he award. 


XIII. ASSIGNMENTS OF ERROR ON PLAINTIFF’S 
ROSS APPEAL. 


he District Court erred: 


(1) In failing to grant plaintiff an accounting to take 
way the profits defendant made from the deliberate un- 
ur trade practices. 


(2) In not enjoining defendants from all use of the 
ame “Friend” in the retail paper trade and in any man- 
er which would indicate source of origin to retail con- 
amers of paper and stationery. 
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XIV. DEFENDANTS WILL RETAIN FINANCIA: 
BENEFITS FROM THE DELIBERATE INFRINGE 
MENT AND UNFAIR COMPETITION WHICH COUL! 
REACH SEVERAL HUNDRED THOUSAND DOLLARS 
IF DEFENDANTS’ PROFITS ARE NOT AWARDEL 
IN ADDITION TO THE AWARD OF COMPENSATOR 
DAMAGES FOR PLAINTIFF’S LOST SALES AND Ik 
JURY TO REPUTATION. | 


Plaintiff has cross-appealed for an accounting of dd 
fendant’s profits because the District Court limited th 
monctary award in this case to compensatory damages an’ 
attorney’s fees, which failed to approach defendants’ un 
just enrichment obtained by means of its fraudulent ani 
willful trademark infringement and unfair competition 
The action of the District Court is directly contrary to thi 
holding of this court in Maier Brewing Co. v. Fleischman; 
157 USPQ 76, 390 F. 2d 117. However, since this lag 
Maier decision adopted new standards for awarding prol 
its in cases of deliberate infringement, and Judge Gray) 
decision preceded this Mazer decision and was made with 
out its benefit, appellee has some reservation in sayin 
Judge Gray was in “error”. Nevertheless, the lates 
Maier decision is clearly applicable here and an account 
ing of defendant’s profits is proper and should be awardes 
as requested by plaintiff in the Complaint. (CT 13 L 32) 
and at trial (CT 477, L 16-19) 


In an affidavit of defendant, Wilber H. Friend, filed ; 
support of a Motion to Dismiss in this case (CT 285 L. 13 
15), the defendant said that the profits of Friend and Com 
pany (presumably after taxes) on the stationery product! 
in question in one year were “substantially less than 10% 
of sales”. This is not a precise figure, but one could con 
clude that defendant made profits somewhere in the range 
of 5% to 10% of gross sales, which is quite normal fo: 


| ee 


usinesses of this type. Appendix 1 attached to appellant’s 
rief shows a chart of defendant’s sales. This chart shows, 
ssuming 1967 sales equal to 1966, that defendant made 
ales of approximately 1.2 million dollars during the pen- 
lency of this case that is, 1964 through 1967 inclusive. 
\ssuming that defendant’s profits were 8% on sales 
luring this time, the profits from these sales exceed 
100,000.00, not counting the savings on paper costs re- 
ulting from defendant’s substituting inferior grades of 
aper. 


Total sales going back from 1956, when defendant first 
egan his substitution of inferior grades of paper, exceed 
2.8 million, and profits, aside from savings on paper costs 
nvolving substitution of inferior goods, are well over 
200,000.00. As previously pointed out, the defendant’s 
avings on paper costs on only one of the four types of 
aper involved, (Friend Title Linen Watermark) were in 
xcess of $60,000 and the remaining savings on the 
ther types could be computed from the present record, at 
ast as to minimum amounts. 


Failure to take away from defendant these financial 
enefits enable defendant to retain enormous profits from 
deliberate and calculated plan of trademark infringe- 
ient, which is contrary to the Lanham Act, Maier v. 
‘letshmann, 390 F. 2d 117, 157 U.S.P.Q. 76, (9 Cir. 1968) ; 
lonsanto v. Perfect Fit, 349 F. 2d 389, 146 U.S.P.Q. 512, 
2 Cir., 1965) and also contrary to California law of un- 
air competition; McCord v. Plotnick, 108 Cal. App. 2d 
pa, 239 P. 2d 32, 92 U.S.P.Q. 151. 


This court in the latest Maier case emphasized that the 
urpose of the Lanham Act was “making infringement and 
iracy unprofitable.” (p. 121) The “restrictive approach” 
f some decisions, which “viewed an accounting of profits 
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as merely a method of compensating the trademark regis 
trant for his lost or diverted sales”, was rejected. (p. 121 
The court said that to protect the public “from similar f 
ture acts of piracy by the same party * * ** the court 
must, as was recognized in the legislative history of th 
Act quoted above, make acts of trademark infringement 
or at the very least acts of deliberate trademark pirae 
unprofitable.” (pp. 122-123) 


In this case, defendants “knowingly, willfully and d 
liberately infringed”. (p. 124) As this court pointed on 
in the next to the last paragraph of this Maier decisio 
“The dollar amount of the recovery in an accounting fo 
profits under the unjust enrichment rationale has no re 
lation to the damages, if any, sustained by the plaintiff bi 
the action.” (p. 124) 


Here allowing Wilber Friend and his company to retail 
large profits from his deliberate infringement and ma 
trade practices is directly contrary to the principles statee 
in this court’s latest Mazer decision. | 


XV. DEFENDANT SHOULD BE ENJOINED FRO) 
ALL USE OF THE NAME “FRIEND” BECAUSE O} 
HIS FRAUDULENT USE OF THE NAME TO MIS! 
LEAD PURCHASERS AND AS A PART OF A PLA} 
TO TRADE ON PLAINTIFF’S REPUTATION. 


The sordid facts of this case make it plain that defen” 
dant should not be permitted to use the name “Friend” 
in the retail paper business or in any way which woult 
come to the attention of retail customers, such as referring 
to his retail business as “a division of Friend Paper Com 
pany” [X 85] It should be noted that all ream size boxes 
sold at retail bear the name Friend Paper Company [XZ] 
or “Friend Paper Company, Western Division [XA]. Iti 
clear from the record that customers simply do not dis: 


guish one “Friend” company selling stationery from 
other. As long as this is the case the confusion and de- 
ption of customers can continue. 


A person has no right to use his personal name as a 
irt of a trade name or trademark where such use is in 
id faith or is likely to confuse purchasers. Max Factor 
9. v. Factor, 226 F. Supp. 120, 140 USPQ 166 (DC SD 
ul. 1963); Lane Bryant v. Maternity Lane, 173 F. 2d 559 
th Cir.); Visser v. Macres, 29 Cal. Reporter 367, 137 
SPQ 492 (1963); Everest & Jennings, Inc. v. E é J Mfg. 
», CA 9 263 F. 2d 254. 


REFERENCE TABLE 


The following is a reference table which lsts the as- 
enments of error of defendant-appellant and then lists 
e portions of this brief wherein the facts or law relating 
said assignments are discussed. 


\ssignment of Error Facts or Law Discussed 


Pages 
7-9, 24. 
7-9, 24. 
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eee. 
11-28, 39-45. 
29-33, 45-47. 
11-23, 23-29, 48-50. 
11-23, 23-29, 54-61. 
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15. 29 

16. 10, 23-29, 39-48. 
17. 27-28. 

18. 11-23, 39-47. 
19. 6, 11-23, 39-47. 
20. 29-33, 45-47. 
21. 11-12, 33-39, 48-49. 


SUMMARY OF RELIEF SOUGHT 
It is respectfully submitted that this Court should find: 


1. That the findings of fact of the District Court shoul 
be sustained. | 


2. That the monetary awards for damages and ati 
torney’s fees given by the District Court should be susi 
tained. 


3. That tne injunctive relief given by the Distrie 
Court should be sustained, except that the District Cour 
should be instructed to enjoin all use by defendants-apj 
pellants of the name “Friend”, or any name which is likel| 
to cause confusion therewith, in connection with the sal’ 
of any paper at retail, and in any manner which may comi 
to the attention of retail consumers of paper. 


4. That the District Court should be instructed ti 
award to plaintiff the profits which defendants made whili 
using the trademarks of and a trade name deliberately 
adopted to trade on plaintiff’s goodwill, and the profit! 
which defendant made by fraudulently substituting low 
quality paper for the paper which they advertised, whild 
trading on plaintiff’s goodwill. 
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ated: at Chicago, Illinois 
ugust 19, 1968 


Respectfully submitted, 


Alberts, Brezina & Lund 
John C, Brezina 
Joe C. Young 


US Wee sae oes ss eioersstenedaysssncesseansanserars 
Attorneys for Plaintiff-Appellee 


CeRTIFICAT ER 


I certify that, in connection with the preparation of 
is brief, I have examined Rules 18, 19 and 39 of the 
nited States Court of Appeals for the Ninth Circuit, 
id that, in my opinion, the foregoing brief is in full com- 
jance with those rules. 


John C. Brezina 
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APPENDIX I 


MENS 


LOG OF QUALITY SUPPLIES FOR THE LAW OFFICE 


sroud to present Catalog No. 47. We have endeavored to make it a clear and complete 
your Stationery requirements; and hope, for your convenience and constant use, that we 


seeded in this effort. 


Crroval tofetmilion 


Prices in this Catalog are NET WHOLESALE and arenes subject to further discounts. Dua to tha fact that we 
operate on a vary narrow profit margin, and our raw metarials and supplies are contracted for on en annual basis, it 
is necessary thet all prices be subject to change without notice. Sales taxes to be added when epplicable. 


NET CASH within 30 deys after date of our Invoice. We prefer to ship on open account to offices of recognized 
credit standing, satisfactory directory rating and to thosa Fumishing suitsble references. Wa reserve the right to 
charge 7 per cent interest on past dua accounts. We do not ship C.O. D. to our customers; to do so, wa feel, is 
disrespectful end discourteous. 


» Please be sure to send detailed information as to your requirements. Send samples whenever possible with nota- 
tions on each sheet as to quantity, grade, changes in copy, etc. It is especially important to give good copy and 
instructions on orders for engraved and printed stationery. 


3S We ore always gled to fumish additional samples. IF you do not see 4 style or arrangement that Fits your purposes 
we shall appreciate the opportunity to submit specimens. Please do not remove samples from catalog, in ordering 
it is necessary only to refer to sampla by name or number. 


NTS F.0.B. Pasadena, Califomie. We ship prepaid via the most economical mathod, and add charges to Invoice. Orders 
are Filled promptly, usually in 7 to 9 days; except for Engraved Stationery whare new Dies asa necassary. It is 
suggested that orders be combinad so as to take advantage of the low truck rates to practically every point in the 
eleven westem states. Please do not retum goods without First receiving our written permission. 


NI cosired, Company ° WESTERN DIVISION 


GREEN STREET Telephone SYcemore 3-1767 PASADENA I, CALIFORNIA 


CATALOG 1% ISSUED TO TOU UNDER THIS SERIAL NUNGER. WITH TNE UNOEASTANOING THAT ALL priced And 
INFORNATION CONTAINED NGALZIN ARE CONFIOENTIAL TO ATTORNEYS OR THOSE MELATEO TO ANO/ORALLIEO 
on 1808 WITW TNE LEGAL PROFESSION ADOITIONAL COPIES OF TNIS CATALOG ARE AVAILASLE AT $600. POSTFAID 


SHADED AREA SERVEO FROM 
WESTERN OLVISION 
PASADENA, CALIFORNIA 
* GENER 
© PAPE 
& CONV: 


" 
ABOUT THE COMPANY re 
. f 
The Friend organization has served the legal profession nationw| 
quality products for 50 years. We were the first concern in the United State 
exclusively to Attorneys. 


Our methods of operation and prices are strictly wholesale; weld 
to Attorneys and retail Stationery stores for resale. We are not connected in | 
with price-recommending organizations and when we issue a price it is thi 
consistent with the quality offered. 


| 


Our papers are manufactured to very rigid specifications develop: 
many years’ experience, with special attention to finish, durability and permanty 
factors that are so important in papers used to prepare legal documents. We} 
sell “stock” papers which are generally unsuited to legal typewriter work. 


| 


We either manufacture or convert all of our products in our owe: 
We have one of the best equipped Steel Die Engraving departments in the || 
devoted entirely to producing professional stationery. | 


Our paper mills and manufacturing facilities are so strategically 
as to bring about exceptionally low cost distribution to every section of they 


States and Canada. 


In presenting this catalog of our products we believe we have t 
line on the market —selling by direct mail and thru representatives since 1908” 
feel, given us the competence to produce products that will meet your most e 
requirements. 


| 
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GENUINE STEEL OIE 


NGRAVED STATIONERY 


2 specialize — 


Our specialty is Genuine Steel Die Engraved Stationery for the 
al profession. A record of 50 years in designing and manufacturing 
fessional requirements has earned us an unequaled ‘reputation in fur- 
aing outstanding qualities of papers and workmanship. 


pays to use good Stationery — 


Using good stationery can do more to characterize your office 
n perhaps any other factor. Each year your correspondence reaches 
idreds of clients and prospects, and the impressions created should 
fully representative of your practice and services. 


» have a real value — 


Every letter you send is your ambassador, revealing in a strong 
se the character of your services. FRIEND'S engraved stationery has 
Jance and dignity. The quality of our papers and workmanship will 
srably impress the recipient in a way that ordinary stationery does 
— and anything that so adds to your prestige can well be offered 
a real value. 


EL DIES: We do not make a charge for SERVICE: Sufficient time should be allowed 
Die when your initial order totals 2000 commensurate with good workmanship, es- 
ore pieces, and if copy, arrangement and pecially in the case of orders where a new 
are auch that one combination Die can Die is necessary. Orders are generally com- 
sed for all items. Telephone numbers or pleted in 7 to 9 days. Shipments are prompt 
lines may be deleted without injury to when your Die is on file. 

ie when engraving envelopes, etc. All Y ‘ 
remain tn our files for your future orders. PROOFS: There is no such thing as a proof 
Dies are made on one-half inch steel. of genuine engraved stationery; either Die is 
Jo not use plates, type-photo reproduc- made or it is not made. We will, however, be 
| or other short cut methods. Every Die glad to furnish additional samples and can 


pertly engraved and handtooled. give rough sketches tn some instances. 
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GENCUTIN E STEEL 
ee 


Barrister Band 


100% NEW COTTON FIBRE 


Our very best quality; the absolute “tops” in business 
correspondence. The beautiful white, distinctive finish 
and bank-note crispness make it especially suited for 
executive and professional Stationery. Positively the 
finest paper available - the ultimate in fine engraving. 
Prices listed below are BASE RATES for copy that does not exceed 


4 inchea in width. For medium size Die-copy, 4 to 6 inches wide, 
add $1.00 per M; large Die-copy, 6 to 8 inches, add $2.00 per M. 


PRICE LIST 20 LB. WEIGHT 


Letterheads 8% x Ii 
or Envelopes No.6% 


Envelopes No. 10 
(large size) 


PLAIN PAPER (to match Letterheads) for Second Pages $5.75 per ream 


STEEL DIES will not be charged for if your first order totals 2000 or 
more impressions; and if your copy js average size and arrangement. 


FRIEND & COMPANY Fine Stationery 


55 WEST GREEN STREET e PASADENA t, CALIFORNIA 


i 


ais 


Title Linen igond 


50% NEW COTTON FIBRE 


The popular quality, made in the same careful manner 
as our nationally famous Title Linen typewriter papers. 
This fine paper presents an excellent Stationery value 
and thus enjoys wide usage and popular acceptance. 
Prices listed below are BASE RATES for copy that does not exceed 


4 inches in width. For medium size Die-copy, 4 to 6 inches wide, 
add $1.00 per M; large Die-copy, 6 to 8 inches, add $2.00 per M. 


PRICE LIST 20 LB. WEIGHT 


Letterheads 8%x I! 
or Envelopes No.6% 


$6.95 | $9.75 $9.15M |$8.65M /$8.15M 


Envelopes No. 10 
(large size) 


PLAIN PAPER (to match Letterheads) for Second Pages $3.25 per reom 


7.95 | 12.25 | 11.50M 


24 tb., EXTRA HEAVY WEIGHT, add $1.00 per M to the above prices. 


STEEL DIES will not be charged for if your first order totals 2000 or 
more impressions; and if your copy is average size and arrangement. 


FRIEND & COMPANY Sez SiZtz pany 


55 WEST GREEN STREET ¢ PASADENA I, CALIFORNIA 
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ey Quality 
PRINTED STATIONERY. 


Highest grade iGierhtes printed Letterheads and matching Envelopes In our 
three popular paper qualities. Attractive styles and arrangements produced wilh hand 
set genuine foundry types in perfect professional taste - combined value and economy. 


The utility paper, possessing 

all the qualities, cockle fintsh, 

bright white color, crispness 

and good erasing. This grade 

Fitle Linen Bond represents our best stationary 

idol asa eh value, costing less than you'd 
expect to pey for the inferior PLAIN PAPEG (te match Lecterhoods) for Second Page shoots 33.25 per ream . 


Hv 7H deduct 75M; 8 «SW deduct 20 M 
wood sulphite bond papers. en aaa Toate a 


Aspecially treated paper that 
has remarkable erasing qual- 
Drienda ities. Correcting typing errors 
ERASABLE FINISH fa simply a matter of using a 
Band pencil eraser, words brush off 
COTTON COMTENT quickly and easily, leaving no 

smudge or messy marks. Real | piain paper (ts match Letterheads) bor Second Pope chests 18.25 pov roam 

economy in time and energy. J a0. 7% dedoct 90M: 815» 515 deduct 120M 


Crisp feel and unusual beauty 

with banknote snap that lends 

: authority to your written mes- 
Parvister Band sages are distinguishing fea- 


190% MEW COTTON FIees 


tures of this 100% new cotton 
fibre paper. It is positively the 
ultimate in fine writing papers. 
Nothing belter in the market. 


Monarch sizes . Letterheads 7% x 103s with matching #8 Envelopes - are available in above 
qualities at the rates applying on 85x11 and #10 sizes. See engraving section for samples of 
Besreee Bemcate! Repent rinieh, Bondi apes 
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ALOG OF QUALITY SUPPLIES FOR THE LAW OFFICE 


© proud to present Catalog No. 56. We have endeavored to make it a clear and complete 
for your Stationery requirements; and hope, for your convenience and constant use, that we 


ucceeded in this effort. 


ral refermilion 


ES Prices in this Catalog sre NET WHOLESALE and are not subject to Further discounts. Due to the fact that we 
operate on 5 very nerrow profit margin, end our raw matenals and supplies are contracted For on an annual basis, it 


is necessary that all prices be subyect to change without notice Seles taxes to be edded when applicable. 


AS NET CASH within 30 days after date of our Invoice We prefer to ship on apen account to offices of recognized 
eradit standing, satisfactory directory rating and to those furnishing suitable references. We reserva the right to 
charge 7 per cent interest on past due accounts. We do not ship C. O. D. to our customers; to do so, we Feel, is 


disrespectful and discourteous 


ERS Please be sure to send detailed information as to your requirements. Séad samples whenever possibla with nota- 
tions on each sheet as to quantity, grade, changes in copy, etc. It is especially important to give good copy end 
instructions on orders for engraved and printed stetionery. 


PLES We are always glod to Furnish additional samples. IF you do not see a style of arrangement thet fits your purposes 
we shall eppreciate the opportunity to submit specimens. Please do not remove samples from catalog, in ordering 
. 


it is necessary only to refer to sample by name or number. 


MENTS F.O.B. Posadens, Califomis. We ship prepaid via the most economical method, and add charges to Invoice. Orders 
are Filled promptly, usually in 7 to 9 days; except for Engraved Stationery where new Dies aro necessary. lt is 
suggested that orders be combined so as to take advantage of the low truck rates to practically every point in the 


eleven western states. Please do not return goods without First receiving our watten permission. 


N | ated. Company « Division of FRIEND PAPER COMPANY 


ST GREEN STREET Telephone (Area 213) 793-1767 PASADENA, CALIFORNIA 9110! 


CATALOG (6 ISSUED TO YOU UNOER THIS SERIAL NUME@ER WITH THE UNOERSTANOING THAT ALL PRICES AHO 
0 1 INFORMATION CONTAINEO HEREIN ARE CONFIOENTIAL TO ATTORNEYS OR THOSE RELATEO TO ANO/OR ALLIED 
fomnon 19604 WITH THE CLEOAL PROFESSION AGOCITIONAL COPIES OF TNIG CATALOG ARS AVAILAGLE AT 99 00, POSTPAID 


x v C 
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JUNE PENNON, N.B, 


bs (oe ss 
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SHADED AREA SEGVED FROM 
PASADENA, CALIFORNIA \ 
@ GENERAL OFFIC! 

@ PAPER MILLS 


te CONVERTIAG PL 


ABOUT THIS COMPANY 


The Friend family has been in the paper business since the late It 
century, originally manufacturing writing papers and envelopes in Ohio’s Miami valld. 
In 1908 the Friend Brothers established in Illinois the first concern in the countrys 
sell their stationery exclusively to law offices. Friend and Company, a division of ff 
Friend Paper Company of Zion, Illinois, is operated by W. H. Friend, and is a send 
in providing specialized paper products for the legal profession and related Fields. ) 


Our methods of operation and prices are strictly wholesale; we sell o: | 
to Attorneys and to Stationery stores for resale. We are not connected with any fir 
of similar name, nor'with price-recommending organizations and when we issue a price 
is the lowest consistent with the quality offered. | 


Our papers are manufactured to very rigid specifications developed fre! 
many years’ experience, with special attention to finish, durability and permanence + 
factors that are so important in papers used to prepare legal documents. We don 
sell “stock” papers which are generally unsuited to legal typewriter work. 


We either manufacture or convert all of our products in our own planiy 
We have one of the best equipped Steel Die Engraving departments in the count?” 
devoted entirely to producing professional stationery. Our paper mills and manufacturir 
facilities are so strategically located as to bring about exceptionally low cost distributiet 


thruout the United States and Canada. 


In presenting this catalog of our products we believe we have the bes 
line on the market. Selling direct mail and thru representatives for so many years has, w 
Feel, given us the competence to produce products that will meet your most exactinr 
requirements. 
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GENUINE STEEL DIE 


NGRAVED STATIONERY 


i — 


Our specialty is Genuine Steel Die Engraved Stationery for the 
sprofession. A record of 50 years in designing and manufacturing 
fssional requirements has earned us an unequaled reputation in fur- 
hg outstanding qualities of papers and workmanship. 


nys to use good Stationery — 


| Using good stationery can do more to characterize your office 
4perhaps any other factor. Each year your correspondence reaches 
reds of clients and prospects, and the impressions created should 
{lly representative of your practice and services. 


have a real value — 


| Every letter you send is your ambassador, revealing in a strong 
¢ the character of your services. FRIEND'S engraved stationery has 
mce and dignity. The quality of our papers and workmanship will 
ably impress the recipient in a way that ordinary stationery does 
~ and anything that so adds to your prestige can well be offered 
real value. 


i DIES: We do not make a charge for SERVICE: Sufficient time should be allowed 
e when your initial order totals 2000 commensurate with good workmanship, es- 
» pieces, and if copy, arrangement and pecially in the case of orders where a new 
e such that one combinatior Die can Die is necessary. Orders are generally com- 
dd for all items. Telephone numbers or pleted in 7 to 9 days. Shipments are prompt 
ses may be deleted without injury to when your Die is on file. 

+ when engraving envelopes, etc. All 

main in our files for your future orders. PROOFS: There is no such thing as a proof 
\es are made on one-half inch steel. of genuine engraved stationery; either Die is 
inot use plates, type-photo reproduc- made or it is not made. We will, however, be 
other short cut methods. Every Die glad to furnish additional samples and can 


irtly engraved and handtooled. give rough sketches in some instances. 


— 10a — 


eee, ar. lity 


GENUINE STEEL DIE ‘ 


ENGRAVED STATIONERY 


Engraving prices listed below are BASE RATES tor die-copy not exceeding 4 inches in width. 
For large die-copy, add $2.00 per M($2.00 minimum). Steel dies will not be charged lor if your 
initial order is for 2000 or more impressions, and if copy is average in size and arrangement 


Our best quatty Lancto | tee | sose | soe [ soce | 
all cotton content 


bond of unusual 


beauty, with fine 


Barrister Vond 


: banknote snap to 
100% COTTON FIBRE 


lend authority to 
your typewritten 


correspondence. PLAIN PAPER (to motch letterhead) fer Second Poges $5.00 per room 
EXTRA WEAVY 24 fb. weight, odd $ 2.00 per M 


A special treated 
new cotton paper 
with remarkable 


Fri erasing qualities. s 
ERASABLE FINISH Cecio 


is simply a matter 
of using a pencil 
eraser - - no fuss! 


PLAIN PAPER (ta match lotterboeds) bor Second Pages $ 4.90 per roam 
Note: Exvelepes to motch thie grade are owpptied ta Title Licen Bead, regetor faish, 


The utility paper 
with all qualities: 5 F 
iar brite- white color, eecbeste ea 18.40 |" 13.22% 
o~ a cockle finish and 
Jit l 2 26 nen ia. or d excellent erasing, 
50% CONTION (18E CONTENT Gag (Ee ier Envelopes No. 10 17.904] 017.20" 
you'd expect to 


pay for sulphites. PLAIN PAPER (to moich tetterhesds) ber Secoed Pages $ 3.00 per soem 
EXTRA HEAVY 24 Ib. weight, odd $ 1.00 por M 


OWFERENTIALS APPLING TO ABOVE QUALITIES: DEDUCTIONS ter small tottorbood sizes! 
ENVSLOPES Neo. 0% (smo cite), priced a0 for Letterheads OY01S BARRISTER BOND CY 07% lees $100 © BY 25% love $ 1.30 
MONARCH SIZES: Letterheads 74601044, and the metching Ne @ pointed fee GRASABLE FINISH BOND = 640 7% love $ PO O40 5% bees $ 1.20 


Bevelopes, priced 20 for CYint! Letterheads and No. 10 Envelepes, respectively. TITLE LINEN BOND CY a7 lowe $ 73 CYuSH low S 0 


tister Band 


‘em Flere 


Friends 
AABLE FIN!SH 


| 


g , 
i Linen Bond. 


& TTON FIBRE CONTENT 
| 
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Pend CLuality 
PRINTED STATIONERY 


Highest grade letterpress printed Lellerheads and matching Envelopes in our 
three popular paper qualities. Attractive styles and arrangements produced with hand- 
set genuine foundry types in perfect professional taste - combined value and economy. 


Our best quality 
all cotton content 
bond of unusual 
beauty, with fine 
banknote snap to 
lend authority to 
your typewritten 
correspondence. 


A special treated 
new cotton paper 
with remarkable 
erasing qualities, 
Correcting errors 
is simply a matter 
of using a pencil 
eraser - - no fuss! 


The utility paper 
with all qualities: 
brite-white color, 
cockle finish and 
excellent erasing, 
costing less than 
youd expect to 
pay for sulphites. 


FFEAGNTIALS APPLTING TO ABOVE QUALITIES: ” 


NVELOPES No. 43 (amell sine), priced on For Letterheads 64011 
ONARCH SIZES: Losterheods 74 010%, ond the matchieg No. & pointed Aep 
wolapen, priced oe for 34011 Letterbeods sad No. 10 Eevelopes, respectively. 


Lettesheads 64x I! 


| see | rece | 
v= fp 
Ge 


PLAIN PAPER (te warch letterhends) bor Second Fagen $ $80 per room 
EXTRA HEAVY 241%b weght, odd § 2.00 per M 


Envelopes No. 10 


2OLe WEIOHT 


Letterheads 64x11] 


Envelopes No. 10 


PLAIN PAPER (to watch fetterhoeds) fer Second Pages § 450 per rears 
Note: Envelopes to match this grade ore sapplied in Title Linws Bead, regeler Finish. 


Letterheads B44 =! 


Envelopes No. 10 


PLAIN PAPER (to metch letterhseds) for Secoad Pages $ 3.60 per ream 
EXTRA HEAVY 24 th. worght, add $ 1.00 per M 


DERUCTIONS for smal letterhead size: 

BARRISTER BOND 844 67% lore $ 1.00 
ERASABLE FINISN BOND OY a7 lore S90 
TITLE LINEN BOND OY u7% lore 75 


CYaS% lors £1.00 
8% 654 lors 51:20 
914034 less $20 


EEN 


\ 
QUALITY SUPPLIES FOR THE LAW OFFICE! 


Palle Ls! | 


April |, 1961 


PRICES listed ere NET WHOLESALE to lew offices end stationey stores, and ere not 
subject to further discounts. Prices subject to chenge without notice. Seles taxes extra. | 


TERMS: NET CASH within 30 days from date of our invoice. We prefer to ship open 
account to those of recognized credit standing or on reference. We do not ship C.O.D. 


ORDERS - Please send detailed information, sending samples whenever possible, with 
notations on each sheet as to quantity, grade, changes in copy. Good copy is important. | 


SHIPMENTS F.O.B. Pasadens, Califomis. We ship vie the most economical method and 


edd charges to invoice. Do not return goods without first receiving our written permission. 


HEN nel Company : weitere DIVISION 


55 WEST GREEN STREET * Telephone SYcamore 3-1767 - PASADENA I, CALIFORNIA 
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Ge &Engu STEEL ole 
d ‘S tatione ry 
evi;prices listed below ere BASE RATES for dis copy not exceeding 4 inches in width. For large die copy, edd $2.00 per M 
aiyorilt not be cherged for if your initial order Is for 2000 or more priests and il copy is average In size and errengement. 


1 ES 
larister Bond 


oo ee 
16.104 )|* 15.60 i 
18.60 | on ol 16.80 *: 


“PLAIN PAPGR (6a (ta =i lotterhoede) tor Brewed Pages 5 | 3 3.80 ger room 
EXTES HEAVY 24 1b weight, add $ 2.00 cor M 


20.8, WEIGHT “ood 


Letterheads 8% «11 aie 60 
| 


Envelopes No. 10 13.60 


20.0 WEIOMT e00 sooo 10.000 : 


13.50|* 13.00 
15.204| 14.70 


14.80 |* 14.20 


16.50 | 15. 50% 


PLAIN PAPER te match lattorheeds) for Second Pe Peges 3 450 per ream £ 
Nete: Envelopes to match this grade are supplied in Title Lines Bond, regular Finan. 


s 
Letterheads 84x11 | 


Driends 
ABLE FINISH 
i 


lg 


iv Linen Bond 


DPSOTTON FIBRE CONTENT 


Envalopes No. [0 


+ 12.80 
15.904 


12.10 «| 11.60 
15.20"! 14.70 
ee ee 


16.50 


ented te “Stationery 


sted below cover the regular professional stationery styles and arrangements produced with genuine hand set foundry type. 


13.904] 13.60 


Eavelopes No. 10 


SPEER etctteer<s<cacvovercocsecencoser-ee aa. Se cons Mena ieee Cee 
| ‘Be Lotterhoads 84x11 9.80 15.50 F 13.80 a|* 13.20) * 12.40 : 


11.80 16.20 | 14.60" 


PLAIN PAPER [te motth lotterheeds) fer Secead Poges $ 5.80 per room 
EXTRA HEAVY 2 Ie. peeieee add 3 2.00 oer am 


Letterheeds 814211 - {* : 11.204 


Envelopes No, 10 | 8.70 1280 | 11.20 


PLAIN PAPER {te motch letterhoads) bor Second Pages $ 4.50 per roam 
Mee Eavetopes to motch - ve 1 HG ore re supplied | & Tite Liees Bend, trove regeler Reich. 


* 12.90 


Driends 
hSABLE FINISH 
Bond 


degeenceenecee: 


le Linen ond 


COTTON FIBRE CONTENT 


“30 we EVEIOMT 


Letterheads 8%211 


Eneslopes No. 10 


PLAIN PAPER | ie ea tetterhonds) for Second Poges $ 3.80 per roam 
EXTRA HEAVY 24 Ib. weight, odd $ 1.00 por M 


Fovccctecevccccevecnenesonevacorene 


pesewerscceocsecae- cosccouare: coccansovecscosct lasers: © sec-1 seecccec enesvocccsetaccscecccseneconce on ae oewerweseeeecocancsonccoscayoccons: 010g eseorogerev ees snvecccesee: 
MALS APPLYING TO AGOVE QUALITIES: DEDUCTIONS tor amefi lettorhood olsen: 

ES No. 4% (emel vine), priced oa for Letterbeads O15 011 GARARISTER ROND OYn7% fers $ 1.00 Yu 54 lowe $ 1.90 

H SIZ6S: Levterhosd: 744 01014, ond the matching NS. 8 pointed Nop GRASAGLE FINISH BOND BYe7%e loon S 90 BY «5% lowe $120 


oriced oc for BY 11 Lottorheods ond Ne. 10 Gevelepes, respectroty TITLE LINEN BOND B%an7% loon S$ 75 = BYruS¥t loos $ 80 
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RECOLOR eee 


j 


QUALITY SUPPLIES FOR THE LAW OFFICE 


Palle LIS! 


January |, 1964 


PRICES listed are NET WHOLESALE to law offices and stationey stores, and are not 
subject to further discounts. Prices subject to change without notice. Sales taxes extra. 


TERMS: NET CASH within 30 doys from date of our invoice. We prefer to ship open 
account to those of recognized credit standing or on reference. We do not ship C.O.D. 


ORDERS - Please send detailed information, sending samples whenever possible, with 
notations on each sheet as to quantity, grade, changes in copy. Good copy is important. 


SHIPMENTS F.O.B. Pasadena, California. We ship via the most economical method and 
add charges to invoice. Do not return goods without First receiving our written permission. 


uN Ae! Company ° wecer DIVISION 


55 WEST GREEN STREET - Telephone SYcamore 3-1767 > PASADENA J, CALIFORNIA 


fea fs j poe 10] 
CA ae 


sfasfs 6 
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GENCUSIN E Peel 
NGIAVEG [Stationery 


ing prices below are BASE RATES for dic copy nat ovar 4 inchas wide. For lorqar dien, add $2.00 por M ($2.00 Minimum } 
ee will not be charged for if your Initial order ts far 2000 or mora Impressians, and if copy is svorage in size and arrangemant. 


° 
20.0. WCIGHT soo 1000 3000 | sa00 10.9000 


Loueneeds oixtr 12.60 |* 18.40 “* 17.804)" 17.10" * 16.60} 


Ieee a: 
Envetopes No. 10 14.60 ' 20.60 i 20.00" 19.30% 18.80 *; 


PLAIN PAPER (t» meich letterheads) lor Second Pager 5 5.00 per coom 
EXTMA HEAVY 24 Ib weight, add $ 7.00 per M 


Wee oe ares ee esaee seas co meeas 
Driends Latteberds oseir | * 11.30 |* 15.80 .* 15.20 * 14.50m pee 
eee FINISH Emilee Ne 10; “1150 | 1850 | 1790"! 1720m! 1670»! 


aco supplied in Title Lines Bund, rogeler finish. 


L AP eee NIOIGON > 14400 715:804 1° 1310) 12) 60 ai : 
cess Se ES i dae = 2 — epee ee - I 
tle dinen Bond Enrslosesi ont ip 


1850 | 17.90") 17.206 16.70 »! 
130% ELONIEIOOE. CONTENT PLAIN PAPER (to metch lmtterhends) for Second Peges $ 3.80 per room 


EXTRA HEAVY 24 lb weight, odd $ 1.00 pes A 


1s sosmrenvotvorenoseovoncvorsansevoneosanacsavonseovorsbeosssorsacseses scenes snecnsccsscencccecsnccessonces: eeeceresccessoeses: ctevevescveoces cose: eveserecess cease: sovvoonscesoond 
| ees | TT &RPRIJE SS i f 

| eS f 
Fes listed below cover the regular professional stationery styles end arrengomants producad with ganuine hand sat foundry type. 
ranewonvessugesosssessccssoses: {SETS EIR EES REESE aT aM ooees 


Letterheads S%ell 


Envelopes No. 10 


Jarrister Bond 


16.50 |* 14.80 » 14.20 » |* 13.40 mj 
17.20 nich 1490*! 14.60 "3 


——————————— re 
PLAIN PAPER (te match letterhords) for Second Pages S 5.80 eer roan 
EXTRA HEAVY 24 Ib, weight, odd $ 7.00 par M 


{ 
Diends 
:RASABLE FINISH 
Bond 


Letterheads BY x4 i> 9.50 


Envelopes No. 10 9.40 


: 
13.90 |* 12.204:° 11.60 '* 10.80» 


——— ee 
13.80 | 12.20” 


| PLAIN PAPER (to match lottertoeds) for Second Pages § 0.50 per roam 
Neter Eevelepes te match this grode are sopplied m Title Linea Dood, reguler finish. 


Foe. WEIGHT 


gf 
tle Linen iSond 


50% COTTON FIA@E CONTENT 


Letterheads 84x fl 


Envelopes No. 10 


9.40 | 13.80 | “12.2044 Teac 11.20 


PLAIN PAPER {to moich letterhoeds) bor Seveed Popes $3.50 oer room 
EXTRA HEAVY 24 Ib, weight, add $ 1.00 eer M 


rer essoence ens e: oennomse: 0= sown cecesoseess cc cons esos enc cesses sccce soos cc ccc es cone toes suse eens ccese esse cooeennscopeneseesesen: eoecencesocoscen, eoovecevers: ea erovcresscacresvencesood 
DESGNTIALS APPLYING TO ABOVE QUALITIES: OGOUCTIONS for amofl letterhead since! 

EFLOPES Ne. 4% (amell sire), priced av bor Letterheads OY 031 BARRISTER BOND OAok% love $100 BYeS'A leve § 1.30 

MIARCH SIZES: Lovterhoods 74 010%, ond the watchiog No. B pointed Rep ERASABLE FINISH BOND = 8c 7% tore S 90 OMS Jens 5 1.90 

ea priced as for BYioll Letterheads aad Neo. 10 Envelopes, respectively. TITLE LINEN BOND BYia7 love $ 7S OY 0SV lore 5.90 
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APPENDIX II 


RELEVANT STATUTORY MATERIAL 
15 U.S.C. §1111 


Notwithstanding the provisions of section 1072 of 
title, a registrant of a mark registered in the Pate 
Office, may give notice that his mark is registered ~ 
displaying with the mark as used the words “Register: 
in U. S. Patent Office” or “Reg. U. S. Pat. Off.” or # 
letter R enclosed within a circle, thus ®; and in any sg 
for infringement under this chapter by such a registra 
failing to give such notice of registration, no profits a 
no damages shall be recovered under the provisions | 
this chapter unless the defendant had actual notice of t 
registration. 


15 U.S.C. §1114(1) 


(1) Any person who shall, without the consent ¢ 
the registrant— . 


(a) use in commerce any reproduction, count 
feit, copy, or colorable imitation of a registered mma 
in connection with the sale, offering for sale, dis 
tribution, or advertising of any goods or services 0” 
or in connection with which such use is likely to caus) 
confusion, or to cause mistake, or to deceive; or 


(b) reproduce, counterfeit, copy, or colorably imi 
tate a registered mark and apply such reproduction 
counterfeit, copy, or colorable imitation to labels 
signs, prints, packages, wrappers, receptacles or ad 
vertisements intended to be used in commerce upoi 
or in connection with the sale, offering for sale 
distribution, or advertising of goods or services or 
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| or in connection with which such use is likely to cause 
confusion, or to cause mistake, or to deceive. 


sll be liable in a civil action by the registrant for the 
rmedies hereinafter provided. Under subsection (b) of 
ls section, the registrant shall not be entitled to recover 
ppfits or damages unless the acts have been committed 
h knowledge that such imitation is intended to be used 
cause confusion, or to cause mistake, or to deceive. 
U.S.C. §1115(b) 


{b) If the right to use the registered mark has be- 
sme incontestable under section 1065 of this title, the 
pzistration shall be conclusive evidence of the regis- 
mant’s exclusive right to use the registered mark in 
smmerce on or in connection wih the goods or services 
secified in the affidavit filed under the provisions of 
sid section 1065 subject to any conditions or limitations 
sited therein except when one of the following defenses 
) defects is established: 


| 
(1) That the registration or the incontestable right 
| use the mark was obtained fraudulently; or 


(2) That the mark has been abandoned by the regis- 
ant; or 


(3) That the registered mark is being used, by or 
‘th the permission of the registrant or a person in 
‘ivity with the registrant, so as to misrepresent the 
urce of the goods or services in connection with which 
e mark is used; or 


(4) That the use of the name, term, or device charged 
be an infringement is a use, otherwise than as a trade 
* service mark, of the party’s individual name in his 
vn business, or of the individual name of anyone in 
rivity with such party, or of a term or device which is 


— 18a — 


descriptive of and used fairly and in good faith only, 
describe to users the goods or services of such party, 
their geographic origin; or 


(5) That the mark whose use by a party is char 
as an infringement was adopted without knowledge 
the registrant’s prior use and has been continuously u 
by such party or those in privity with him from a ¢ 
prior to registration of the mark under this chapter 
publication of the registered mark under subsection 
of section 1062 of this title: Provided, however, That - 
defense or defect shall apply only for the area in wh 
such continuous prior use is proved; or 


6) That the mark whose use is charged as an infrin- 
ment was registered and used prior to the registra 
under this chapter or publication under subsection (¢@) 
section 1062 of this title of the registered mark of ” 
registrant, and not abandoned: Provided, however, T 
this defense or defect shall apply only for the are 
which the mark was used prior to such registration 
such publication of the registrant’s mark; or 


(7) That the mark has been or is being used to 
late the antitrust laws of the United States. | 


15 9US:C. S116 


The several courts vested with jurisdiction of ¢ 
actions arising under this chapter shall have power 
grant injunctions, according to the principles of equi 
and upon such terms as the court may deem reasona 
to prevent the violation of any right of the revista 
a mark registered in the Patent Office. Any such inju 
tion may include a provision directing the defendant 
file with the court and serve on the plaintiff within thi) 


days after the service on the defendant of such injui 
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ia, Or such extended period as the court may direct, 
-eport in writing under oath setting forth in detail the 
aaner and form in which the defendant has complied 
mh the injunction. Any such injunction granted upon 
ring, after notice to the defendant, by any district 
irt of the United States, may be served on the parties 
inst whom such injunction is granted anywhere in 
li United States where they may be found, and shall be 
yrative and may be enforced by procecdings to punish 
C contempt, or otherwise, by the court by which such 

anetion was granted, or by any other United States 
i rict court in whose jurisdiction the defendant may be 
ond, 


Phe said courts shall have jurisdiction to enforce said 
unction, as provided in this chapter, as fully as if the 
nunction had been granted by the district court in which 
tis sought to be enforced. The clerk of the court or 
ilge granting the injunction shall, when required to do 
cby the court before which application to enforce said 
munction is made, transfer without delay to said court 
sertified copy of all papers on file in his office upon 
ich said injunction was granted. 


[t shall be the duty of the clerks of such courts within 
e month after the filing of any action, suit, or proceed- 
y arising under the provisions of this chapter to give 
tice thereof in writing to the Commissioner setting 
cth in order so far as known the names and addresses 
the litigants and the designating number or numbers 
ithe registration or registrations upon which the action, 
it or proceeding has been brought, and in the event 
y other registration be subsequently included in the 
tion, suit, or proceeding by amendment, answer, or 
er pleading, the clerk shall give like notice thereof to 
e Commissioner, and within one month after the deci- 
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sion is rendered, appeal taken or a decree issued the el 
of the court shall give notice thereof to the Commissio, 
and it shall be the duty of the Commissioner on receip: 
such notice forthwith to endorse the same upon the 
wrapper of the said registration or registrations and) 
incorporate the same as a part of the contents of ¢ 
file wrapper. July 5, 1946, c. 540, Title VI, § 34, 60§ 
439, 


15 5Uis. Ce oi 17 


When a violation of any right of the registrant o¢ 
mark registered in the Patent Office shall have bh 
established in any civil action arising under this sia 
the plaintiff shall be entitled, subject to the provisions! 
sections 1111 and 1114 of this title, and subject to 
principles of equity, to recover (1) defendant’s 0 
(2) any damages sustained by the plaintiff, and ( 

costs of the action. The court shall assess such of 
and damages or cause the same to be assessed under 
direction. In assessing profits the plaintiff shall “a 
quired to prove defendant’s sales only; defendant 
prove all elements of cost or deduction claimed. In iu 
sessing damages the court may enter judgment, acco 
to the circumstances of the case, for any sum above 
amount found as actual damages, not exeeeding th 
times such amount. If the court shall find that the amo: 
of the recovery based on profits is either inadequate” 
excessive the court may in its discretion enter judem* 
for such sum as the court shall find to be just, accord} 
to the circumstances of the case. Such sum in eitherf 
the above circumstances shall constitute compensat} 


and not a penalty. . 
) 
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»5 U.S.C. §1125(a) 


(a) Any person who shall affix, apply, or annex, or 
se in connection with any goods or services, or any 
yntainer or containers for goods, a false designation of 
rigin, or any false description or representation, includ- 
ig words or other symbols tending falsely to describe or 
present the same, and shall cause suel goods or services 

-p enter into commerce, and any person who shall with 

“nowledge of the falsity of such designation of origin or 

_escription or representation cause or procure the same 
be transported or used in commerce or deliver the same 
i any carrier to be transported or used, shall be liable 
d0 a civil action by any person doing business in the 
deality falsely indicated as that of origin or in the 
legion in which said locality is situated, or by any person 

vho believes that he is or is likely to be damaged by the 

ise of any such false description or representation. 


Jalifornia Civil Code $3294 


“In any action for the breach of an obligation not arising 
rom contract where the defendant has been guilty of 
yppression, fraud, or malice, express or implied, the 
Jaintiff, in addition to the actual damage, may recover 
lamages for the sake of example and by way of punish- 
ng the defendant.” 


Jalifornia Civil Code §3369 


§ 3369. [Relief not granted to enforce penalty, for- 
feiture or penal law: Exceptions: Unfair competition 
enjoinable: Definitions: Who may prosecute actions.] 
l. Neither specific nor preventive relief can be granted 
to enforce a penalty or forfeiture in any case, nor to 
anforce a penal law, except in a case of nuisance or un- 
fair competition. 


— 22a — 


2. [Unfair competition enjoinable.] Any person pew 
forming or proposing to perform an act of unfair eo 
petition within this State may be enjoined in any cow 
of competent jurisdiction. 


3. [Definitions.} As used in this section, unfair 
petition shall mean and include unfair or fraudulent bi 
ness practice and unfair, untrue or misleading advertt 
ing and any act denounced by Penal Code sections 654 
654b or 654c. 


4. As used in this section, the term person shall me 
and include natural persons, corporations, firms, partn 
ships, joint stock companies, associations and other 
ganizations of persons. 


5. [Who may prosecute actions.] Actions for inju | 
tion under this section may be prosecuted by the Attorne 
General or any distract attorney in this State in the na 
of the people of the State of California upon their o 
complaint or upon the complaint of any board, offi 
person, corporation or association or by any person a 
ing for the interests of itself, its members or the gener# 
public. 


